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- A case in which the court indicated a calculation method for the amount

equivalent to a license fee under FRAND terms based on standard essential

patents.

Summary of the Judgment

In this judgment, the court held as outlined below and indicated a calculation
method for the amount equivalent to a license fee under fair, reasonable, and non-
discriminatory (FRAND) terms based on standard essential patents.

In light of the global nature and the enormous number of standard essential
patents implemented in the manufacturing of products conforming to a standard,
when determining a FRAND rate, it is necessary [i] to take into consideration a
royalty rate set in the actual license agreement for the standard essential patent, or if
it is indefinite, a global average royalty rate in the industry; [ii] to presume the
individual values of all standard essential patents to be the same because it is
practically difficult to find the individual values of the enormous number of patents,
and to calculate the value of a single standard essential patent by dividing the value
of all standard essential patents by the total number of standard essential patents,
while ensuring that the total amount of royalty obtained through aggregation of
royalty rates of the standard essential patents remains within a reasonable scope; and
[1i1] to also take into consideration, in such a case, possible contributions to sales
and profits if all standard essential patents are used in the product. Furthermore, [1v]
as a FRAND rate should fundamentally be agreed upon globally as soon as possible
through good-faith negotiations between a FRAND-encumbered standard essential
patent holder and a standard essential patent implementer, under the literally fair,
reasonable, and non-discriminatory terms, a reasonable FRAND rate should be
determined by comprehensively taking into account the negotiation process between
the parties and the standard essential patent implementer's willingness to obtain a
license under FRAND terms, and other circumstances appearing in the lawsuit, from
the viewpoint of facilitating the agreement.

According to the negotiation process found above, etc. and the entire import of
oral arguments, it is reasonable to calculate damage based on the sales amount of the

Defendant's products, which are the infringing products, by multiplying that amount



by the rate of royalty that the Plaintiff would have been entitled to receive for the
implementation of the patents in question (the "Patents") under FRAND terms, and
to calculate the FRAND rate in this case by dividing the royalty rate for all standard
essential patents relating to the LTE standard (hereinafter referred to as the "total
royalty rate for LTE-standard-related patents") by the number of all standard
essential patents relating to the LTE standard, and multiplying it by the number of
the Patents. Against this, the Defendant argues that the calculation method in this
judgment does not consider the "contribution rate of being conformant to the
standard" as referred to in the Apple v. Samsung Grand Panel judgment, and therefore
it runs contrary to this Grand Panel judgment. However, the Defendant's argument
misunderstands that the "aggregate royalty" referred to in the Apple v. Samsung
Grand Panel judgment and the "aggregate royalty" referred to in the Unwired Planet
v. Huawei judgment are the same concept, by formally interpreting the wording of
these terms, and it cannot be regarded to correctly understand the gist and purpose
of the two judgments. Furthermore, after the Apple v. Samsung Grand Panel
judgment, the 2019 Grand Panel judgment freshly indicated important guidelines
regarding the calculation method for Article 102, paragraph (3) of the Patent Act in
general. Therefore, in light of the global nature of standard essential patents as well,
it is reasonable for Japan to respond to global changes in consideration of the
international developments of court precedents and to find a FRAND rate based on

the determination framework indicated by the 2019 Grand Panel judgment.
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Judgment rendered on April 10, 2025
Original received on the same date by the court clerk
2022 (Wa) 7976 Appeal case of seeking injunction against patent right infringement

Date of conclusion of oral argument: December 12, 2024
Judgment

Plaintiff: Pantech Corporation

Defendant: ASUS Japan Co., Ltd.

Main text

1. The Defendant shall pay to the Plaintiff @(omitted)@ yen and an amount accrued
thereon at the rate of 3% per annum for the period from April 14, 2022 until the
completion of the payment.
2. The Plaintiff's other claims shall be dismissed.
3. The total court costs are divided into 122 parts, of which one part shall be borne by the
Defendant and the rest shall be borne by the Plaintiff.
4. This judgment may be provisionally executed only with regard to Paragraph 1.
5. The additional period for filing an appeal against this judgment shall be 30 days.

Facts and reasons
No. 1 Claims
1. The Defendant must not import, transfer, lease, offer to transfer or lease, or display for
the purpose of transfer or lease the communication equipment specified in Attachment
"List of Items."
2. The Defendant shall dispose of the communication equipment specified in Attachment
"List of Items."
3. The Defendant shall pay to the Plaintiff 10 million yen and an amount accrued thereon
at the rate of 3% per annum for the period from April 14, 2022 until the completion of the
payment.
No. 2 Outline of the case
1. The Plaintiff owns the patents specified in 1. and 2. in Attachment "List of Patent
Rights" (hereinafter, the patents are respectively referred to as the "First Patent" and the
"Second Patent," and collectively referred to as the "Patents"; the patent rights relating to
the Patents are respectively referred to as the "First Patent Right" and the "Second Patent

Right," and collectively referred to as the "Patent Rights"; and the descriptions and



drawings attached to the written applications for the First Patent and the Second Patent
are respectively referred to as the "First Description, etc." and the "Second Description,
etc.," and collectively referred to as the "Descriptions, etc."). Meanwhile, the Defendant
engages in import, sale, etc. of communication equipment of the product model numbers
specified in Attachment "List of Items" (hereinafter respectively referred to as
"Defendant's Product 1" through "Defendant's Product 16," and collectively referred to as
the "Defendant's Products").

In this case, the Plaintiff makes the following demands against the Defendant, alleging
that the Defendant's Products fall within the technical scope of the inventions relating to
the Patents: a demand for an injunction against import, transfer, lease, or offer for transfer
or lease, etc. of the Defendant's Products and a demand for disposal of the Defendant's
Products based on Article 100, paragraphs (1) and (2) of the Patent Act, on an assertion
that the abovementioned import, sale, etc. constitute infringement of the Patent Rights
and indirect infringement of the First Patent Right; and a demand for payment of 10
million yen and delay damages accrued thereon at the rate of 3% per annum as prescribed
by the Civil Code for the period from April 14, 2022, which is the day following the date
of service of the complaint, until the completion of the payment, as a partial claim for the
compensation for damage based on Article 709 of the Civil Code and Article 102,
paragraph (3) of the Patent Act.
2. Basic facts (the facts without indication of evidence, etc. are undisputed between the
parties; unless otherwise specified, any evidence indicated includes those with branch
numbers)
(1) Parties, etc.
A. The Plaintiff is a company that owns intellectual property rights associated with
communication technology, headquartered in Seoul City, the Republic of Korea, and the
Plaintiff owns the Patent Rights (the entire import of oral arguments).
B. The Defendant is a company that imports and sells in Japan smart phones, etc., which
are products of group companies, and the Defendant had been importing and selling the
Defendant's Products.
C. ASUS TeK Computer Inc. (hereinafter the company is referred to as "ASUS Taiwan,"
and ASUS Taiwan and the Defendant are sometimes collectively referred to as the
"Defendant's side") is the core company of the Defendant's group companies,
headquartered in Taiwan.
(2) Claims of the Patents
A. The First Inventions

The statements of Claims 16 and 24 of the claims of the First Patent (hereinafter the



invention related to Claim 16 is referred to as "First Invention 1," the invention related to
Claim 24 is referred to as "First Invention 2," and they are collectively referred to as the
"First Inventions") are as follows.
(A) First Invention 1

A method of receiving an ACK/NACK signal through a PHICH from a transmitting
end, the method characterized by:
receiving OFDM symbols from the transmitting end, wherein the OFDM symbols include
resource elements,
[Math. 9]
wherein the ACK/NACK signal is received through resource elements corresponding to
REG indexes (1) (1=0, 1, 2), and
wherein the REG indexes (7,) are defined by either Equation (1)

(]_(N,‘;" n'y Inly )j+ m')modn‘,;‘ i=0
7= (vt - wy, 10) [+ mial w13 Jmodm, i=1 W
(]_(N,‘;” - I )_f«l« m'+t2n',,i / 3_Dmod n, i=2

(where NF% denotes a cell ID, n'},; denotes the number of available REGs in the
OFDM symbol of index I';, n', denotes the number of available REGs in the OFDM
symbol of index 0, and m'denotes an index related to a PHICH group in which the PHICH
1s included)

or Equation (2)

[Math. 10]

(vt e, 1) J+ m)modr, i=0
7, = (Ve w10 ) e el 13 Jmoder, =1 @)
(vestm, 1m0y o mee2m, 13 Jmodnt, i=2

(where NfE% denotes a cell ID, n';,; denotes the number of available REGs in the
OFDM symbol of index [';, n’; denotes the number of available REGs in the OFDM
symbol of index 1, and m'denotes an index related to a PHICH group in which the PHICH
1s included).
(B) First Invention 2

An apparatus of receiving an ACK/NACK signal through a PHICH from a



transmitting end, the apparatus characterized by

having a means to receive OFDM symbols from the transmitting end, wherein the OFDM
symbols include resource elements,

wherein the ACK/NACK signal is received through resource elements corresponding to
REG indexes (1=0, 1, 2), and

[Math. 15]

wherein the REG indexes (11,) are defined by either Equation (1)

(]_(N,‘;" n'y Iy )j+ m')modn‘,;‘ i=0
7= (vt - wy, 10) [+ mial w13 Jmodm, i=1 W
(]_(N,‘;” - I )_f«l« m'+t2n',,i / 3_Dmod n, i=2

(where NF% denotes a cell ID, n'},; denotes the number of available REGs in the
OFDM symbol of index I';, n', denotes the number of available REGs in the OFDM
symbol of index 0, and m' denotes an index related to a PHICH group in which the PHICH
is included)

or Equation (2)

[Math. 16]

(}.(sz” ny In )_|+ m‘)mod "', i=0
7, = Ve 1) e el 13 Jmod i< @)
(v w100y [+ mis2m, 13 Jmodnt, =2

(where NfE% denotes a cell ID, n';,; denotes the number of available REGs in the
OFDM symbol of index [';, n'; denotes the number of available REGs in the OFDM
symbol of index 1, and m'denotes an index related to a PHICH group in which the PHICH
1s included).
B. The Second Inventions

The statements of Claims 1 through 5 of the claims of the Second Patent (hereinafter
the inventions of the respective claims are referred to as "Second Invention 1" through
"Second Invention 5" in sequence, and they are collectively referred to as the "Second
Inventions") are as follows.

Of the Second Inventions, the Plaintiff alleges infringement of the patent right relating

to Second Invention 5 (see the record of the second oral argument).



(A) Second Invention 1

A method for mapping a physical hybrid automatic repeat request indicator channel
(PHICH) to orthogonal frequency division multiplexing (OFDM) symbols,
each OFDM symbol comprising a plurality of resource element groups,
each resource element group being comprised of four resource elements,
the method comprising:
determining indexes of resource element groups in which the PHICH is repeatedly
transmitted three times if the PHICH is transmitted through three OFDM symbols, using
the equation of [Math. 1], and
mapping the three repetitions of the PHICH to the OFDM symbols according to the
determined indexes,
wherein the equation of [Math. 1] is
[Math. 1]

r(]_(N o ny Inl) [+ m')mod n' i=0
n, (I_(N e n, In'y) |+ m'+'_n',.i / 3J)mod n, i=1
(]'(N 101311 n /n'y) |+ m'+L2n',., / 3J)mod n, i=2

=
Il

-

where NS¢ denotes a cell ID, i denotes an index of the repetition of the PHICH,
n';,/n', denotes a ratio between the number of available resource element groups in an
OFDM symbol I'; and the number of available resource element groups in a first OFDM
symbol of a sub-frame, and m' denotes an index of a PHICH group including the PHICH,
and
available resource element groups are resource element groups which can be used for
PHICH transmission in the respective OFDM symbols.
(B) Second Invention 2

The method of Claim 1,
the method, if the PHICH is transmitted through two OFDM symbols, further comprising:
determining indexes of resource element groups in which the PHICH is transmitted by
using the following equation of [Math. 2]:
wherein the equation of [Math. 2] is
[Math. 2]



(vt n, 17,) |+ m)moda, i=0
n = (_( el , n /n') [+ m'+n) 3J)modn',., i=1

(et -my 1n)) |+ ms|2m, 13 Jmodmt,  i=2

where NfEY denotes a cell ID, i denotes an index of the repetition of the PHICH, n’;,/n';
denotes a ratio between the number of available resource element groups in an OFDM
symbol ['; and the number of available resource element groups in a second OFDM
symbol of the sub-frame, and m'denotes an index of a PHICH group including the PHICH,
and
available resource element groups are resource element groups which can be used for
PHICH transmission in the respective OFDM symbols.
(C) Second Invention 3

A base station of a multi-carrier cellular mobile communication system which
transmits a plurality of multiplexed ACK/NACK signals to mobile stations within one
frame,
which is a base station
wherein, when mapping a physical hybrid automatic repeat request indicator channel
(PHICH) to orthogonal frequency division multiplexing (OFDM) symbols in the
transmission to the mobile stations,
each OFDM symbol comprises a plurality of resource element groups,
each resource element group is comprised of four resource elements,
wherein the base station determines indexes of resource element groups in which the
PHICH is repeatedly transmitted three times if the PHICH is transmitted through three
OFDM symbols, using the equation of [Math. 3], and
maps the three repetitions of the PHICH to the OFDM symbols according to the
determined indexes,
wherein the equation of [Math. 3] is
[Math. 3]

(]_(N o n I )J+ m')mod n, i=0
n, = (]_(N e, n). In'y )_I+ m'+Ln',.’_ /3J)m0d n. i=l
(Ve n, 1m0y J msl2m, 13 Jmodnt, =2

where NFU denotes a cell ID, i denotes an index of the repetition of the PHICH,

n'y,#/n'y denotes a ratio between the number of available resource element groups in an



OFDM symbol I'; and the number of available resource element groups in a first OFDM
symbol of a sub-frame, and m' denotes an index of a PHICH group including the PHICH,
and
available resource element groups are resource element groups which can be used for
PHICH transmission in the respective OFDM symbols.
(D) Second Invention 4

The base station of Claim 3,
wherein, if the PHICH is transmitted through two OFDM symbols,
the base station further determines indexes of resource element groups in which the
PHICH is transmitted by using the following equation of [Math. 4]:
wherein the equation of [Math. 4] is
[Math. 4]

(v -n, ) J+ mt)modnt, i=0
n = (l_(N,‘f;” -n'y In )_|+ m'+(n'). | 3J)modn',.‘_ i=1
(Ve w17y |+ mis|2m, 13 Jmodnt,  i=2

where NfSEY denotes a cell ID, i denotes an index of the repetition of the PHICH, n’;,/n';
denotes a ratio between the number of available resource element groups in an OFDM
symbol I'; and the number of available resource element groups in a second OFDM
symbol of the sub-frame, and m' denotes an index of a PHICH group including the PHICH,
and
available resource element groups are resource element groups which can be used for
PHICH transmission in the respective OFDM symbols.
(E) Second Invention 5

A mobile station in a multi-carrier cellular mobile communication system, the mobile
station characterized by being adapted to receive a multiplexed signal from the base
station according to Claim 3 or Claim 4, the signal being formed using the method
according to Claim 1 or Claim 2.
(3) Constituent features of the Inventions

The First Inventions and the Second Inventions (hereinafter collectively referred to as
the "Inventions") can be divided into constituent features as follows.
A. First Invention 1
1-1A. A method of receiving an ACK/NACK signal through a PHICH from a transmitting
end, the method characterized by:

1-1B. receiving OFDM symbols from the transmitting end, wherein the OFDM symbols



include resource elements,

1-1C. [Math. 9] wherein the ACK/NACK signal is received through resource elements
corresponding to REG indexes (17;) (1=0, 1, 2), and

1-1D. wherein the REG indexes (71,) are defined by either Equation (1)

(]_(N,‘;" n'y Iy )j+ m')modn‘,;‘ i=0
7= (vt - wy, 10) [+ mial w13 Jmodm, i=1 0
(]_(N,‘;” - I )_f«l« m'+t2n',,i / 3_Dmod n, i=2

(where NFE% denotes a cell ID, n'},; denotes the number of available REGs in the
OFDM symbol of index I';, n', denotes the number of available REGs in the OFDM
symbol of index 0, and m' denotes an index related to a PHICH group in which the PHICH
is included) or Equation (2)

[Math. 10]
(vt e, 1) J+ m)modr, i=0
7, = (Ve w10 ) e el 13 Jmoder, =1 @)

(vige w1 J+ mivl2m, 13 hmodn, i=2

(where NfE% denotes a cell ID, n';,; denotes the number of available REGs in the
OFDM symbol of index [';, n'; denotes the number of available REGs in the OFDM
symbol of index 1, and m'denotes an index related to a PHICH group in which the PHICH
1s included).

B. First Invention 2

1-2A. An apparatus of receiving an ACK/NACK signal through a PHICH from a
transmitting end, the apparatus characterized by

1-2B. having a means to receive OFDM symbols from the transmitting end, wherein the
OFDM symbols include resource elements,

1-2C. wherein the ACK/NACK signal is received through resource elements
corresponding to REG indexes (1=0, 1, 2), and

1-2D. [Math. 15]

wherein the REG indexes (7,) are defined by either Equation (1)



(]_(N,‘;" n'y Iy )j+ m')modn‘,;‘ i=0
7= (vt - wy, 10) [+ mial w13 Jmodm, i=1 W
(]_(N,‘;” - I )_f«l« m'+t2n',,i / 3_Dmod n, i=2

(where NFE% denotes a cell ID, n'},; denotes the number of available REGs in the
OFDM symbol of index I';, n’, denotes the number of available REGs in the OFDM
symbol of index 0, and m' denotes an index related to a PHICH group in which the PHICH
is included)

or Equation (2)

[Math. 16]

(}.(sz” ny In )_|+ m‘)mod "', i=0
7, = Ve 1) e el 13 Jmod i< @)
(v w100y [+ mis2m, 13 Jmodnt, =2

(where NF% denotes a cell ID, n'},; denotes the number of available REGs in the
OFDM symbol of index [';, n'; denotes the number of available REGs in the OFDM
symbol of index 1, and m'denotes an index related to a PHICH group in which the PHICH
1s included).

C. Second Invention 1

2-1A. A method for mapping a physical hybrid automatic repeat request indicator channel
(PHICH) to orthogonal frequency division multiplexing (OFDM) symbols,

2-1B. each OFDM symbol comprising a plurality of resource element groups,

2-1C. each resource element group being comprised of four resource elements,

2-1D. the method comprising:

determining indexes of resource element groups in which the PHICH is repeatedly
transmitted three times if the PHICH is transmitted through three OFDM symbols, using
the equation of [Math. 1], and

2-1E. mapping the three repetitions of the PHICH to the OFDM symbols according to the
determined indexes,

2-1F. wherein the equation of [Math. 1] is

[Math. 1]



(Vg -w, 100) [+ m)modn, i=0
n, (]_(N i hy Iy 1+ m'+Ln',.i /3 _Dmod n, i=1
(l_(N f;” A /n'y) |+ m'+L2n',.’ /3J)mod n, i=2

S
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-

2-1G. where N denotes a cell ID, i denotes an index of the repetition of the PHICH,
n';,/n'y denotes a ratio between the number of available resource element groups in an
OFDM symbol I'; and the number of available resource element groups in a first OFDM
symbol of a sub-frame, and m' denotes an index of a PHICH group including the PHICH,
and

2-1H. available resource element groups are resource element groups which can be used
for PHICH transmission in the respective OFDM symbols.

D. Second Invention 2

2-2E. The method of Claim 1,

2-2A. the method, if the PHICH is transmitted through two OFDM symbols, further
comprising:

determining indexes of resource element groups in which the PHICH is transmitted by
using the following equation of [Math. 2]:

2-2B. wherein the equation of [Math. 2] is

[Math. 2]

(vt n, 17,) |+ m)moda, i=0
7, = (_(N,",‘;” -n'y In) [+ m' ' 3J)modn',., i=1

(et -my 1n)) |+ ms|2m, 13 Jmodmt,  i=2

2-2C. where NS£" denotes a cell ID, i denotes an index of the repetition of the PHICH,
n';,#/n'; denotes a ratio between the number of available resource element groups in an
OFDM symbol [I'; and the number of available resource element groups in a second
OFDM symbol of the sub-frame, and m' denotes an index of a PHICH group including
the PHICH, and

2-2D. available resource element groups are resource element groups which can be used
for PHICH transmission in the respective OFDM symbols.

E. Second Invention 3

2-3A. A base station of a multi-carrier cellular mobile communication system which
transmits a plurality of multiplexed ACK/NACK signals to mobile stations within one

frame,

10



2-3B. which is a base station wherein, when mapping a physical hybrid automatic repeat
request indicator channel (PHICH) to orthogonal frequency division multiplexing
(OFDM) symbols in the transmission to the mobile stations,

2-3C. each OFDM symbol comprises a plurality of resource element groups,

2-3D. each resource element group is comprised of four resource elements,

2-3E. wherein the base station determines indexes of resource element groups in which
the PHICH is repeatedly transmitted three times if the PHICH is transmitted through three
OFDM symbols, using the equation of [Math. 3], and

2-3F. maps the three repetitions of the PHICH to the OFDM symbols according to the
determined indexes,

2-3G. wherein the equation of [Math. 3] is

[Math. 3]

(]_(N i n Iy )J+ m')mod n, i=0
n, = (]_(N e, n). In'y )_I+ m'+Ln',.’_ /3J)m0d n. i=1
(Ve n, 1m0y J msl2m, 13 Dmodnt, =2

2-3H. where NS£% denotes a cell ID, i denotes an index of the repetition of the PHICH,
n';,/n', denotes a ratio between the number of available resource element groups in an
OFDM symbol I'; and the number of available resource element groups in a first OFDM
symbol of a sub-frame, and m' denotes an index of a PHICH group including the PHICH,
and

2-31. available resource element groups are resource element groups which can be used
for PHICH transmission in the respective OFDM symbols.

F. Second Invention 4

2-4E. The base station of Claim 3,

2-4A. wherein, if the PHICH is transmitted through two OFDM symbols, the base station
further determines indexes of resource element groups in which the PHICH is transmitted
by using the following equation of [Math. 4]:

2-4B. wherein the equation of [Math. 4] is

[Math. 4]

(Ve -n, /) J+ mt)modnt, i=0
n = (l_(N,‘f;” -n'y In )_|+ m'+(n'y. | 3J)modn',.‘_ i=1
(Ve -wy 17)) |+ mis|2n, 13 Jmodnt,  i=2
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2-4C. where Nf£" denotes a cell ID, i denotes an index of the repetition of the PHICH,
n';,#/n'; denotes a ratio between the number of available resource element groups in an
OFDM symbol [I’; and the number of available resource element groups in a second
OFDM symbol of the sub-frame, and m' denotes an index of a PHICH group including
the PHICH, and
2-4D. available resource element groups are resource element groups which can be used
for PHICH transmission in the respective OFDM symbols.
G. Second Invention 5
2-5A. A mobile station in a multi-carrier cellular mobile communication system, the
mobile station characterized by being adapted to receive a multiplexed signal from the
base station according to Claim 3 or Claim 4,
2-5B. the signal being formed using the method according to Claim 1 or Claim 2.
(4) Configuration of the Defendant's Products

The Defendant's Products are communication terminals capable of LTE
communication, and LTE communication conforms to a standard established by an
international standardization body, the 3rd Generation Partnership Project (3GPP).
Defendant's Products 1 through 14 conform to TS36.211 version 15 (Exhibit Ko 6-2),
which is a standard document stating the specific content of the standard, and Defendant's
Products 15 and 16 conform to TS36.211 version 12 (Exhibit Ko 6-1), which is a standard
document of the same kind (hereinafter the two standard documents are collectively
referred to as the "Standard"). (Exhibit Ko 6 and the entire import of oral arguments [see
the record of the fifth oral argument])
(5) FRAND commitment by the Plaintiff

On February 7, 2013, the Plaintiff gave a commitment, with regard to the Patents, that
it is prepared to grant irrevocable licenses on fair, reasonable and non-discriminatory
("FRAND") terms and conditions as provided in Clause 6.1 of the Intellectual Property
Rights Policy of the European Telecommunications Standards Institute (ETSI), which is
the standardization body that has established the LTE standard (hereinafter the
abovementioned terms and conditions are referred to as "FRAND terms" and the
commitment is referred to as the "FRAND commitment"). (Exhibits Otsu 6 and 7, and
the entire import of oral arguments)
(6) Prior document

On February 15, 2008, which is before the priority date of the Patents, a contribution
document concerning a PHICH mapping method (Exhibit Otsu 1; hereinafter the
contribution document is referred to as "Exhibit Otsu 1" and the invention stated in that

document is referred to as "Exhibit Otsu 1 Invention") was proposed at the 3GPP TSG
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RAN WGI#52 meeting. (Exhibit Otsu 1 and the entire import of oral arguments)
3. Issues

Issues of this case are as follows. Meanwhile, there is no dispute between the parties
regarding the fact that the sales amount that serves as the basis for calculation of the
amount of damage ((5) below) is @ (omitted) @ (see the record of the fourth oral
argument).
(1) Whether the Defendant's Products fulfill constituent features of the Inventions (Issue
1)
A. Whether or not the Defendant's Products fulfill "m" (Constituent Features 1-1D and
1-2D of the First Inventions and Constituent Features 2-1G, 2-2C, 2-3H, and 2-4C of the
Second Inventions) (Issue 1-1)
B. Whether or not the Defendant's Products fulfill "I';" (Constituent Features 1-1D and 1-
2D of'the First Inventions and Constituent Features 2-1D through 2-1F, 2-2A, 2-2B, 2-3E
through 2-3G, 2-4A, 2-4B, 2-5A, and 2-5B of the Second Inventions) (Issue 1-2)
(2) Whether the exercise of the Patent Rights constitutes an abuse of right (Issue 2)
(3) Whether the Inventions have grounds for invalidation (Issue 3)
A. Whether the Inventions lack an inventive step based on Exhibit Otsu 1 Invention (Issue
3-1)
B. Whether the Inventions violate the support requirement (Issue 3-2)
C. Whether the Inventions lack novelty (Issue 3-3)
D. Whether the Inventions violate the clarity requirement (Issue 3-4)
E. Whether the Inventions lack an inventive step due to the priority claim not being
accepted (Issue 3-5)
(4) Whether the Defendant has a willingness to obtain a license under FRAND terms, etc.
(Issue 4)
(5) Amount of damage (Issue 5)

(6) Whether there is infringement or a likelihood of infringement (Issue 6)

No. 4 Judgment of this court

The main issues in this case are as follows: whether patent right infringement is
established (whether the Defendant's Products fulfill constituent features of the
Inventions, whether the exercise of the Patent Rights constitutes an abuse of right, and
whether the Inventions have grounds for invalidation; No. 5 [Issues 1 through 3] below);
whether the Defendant has a willingness to obtain a license under FRAND terms, etc.
(whether the exercise of the Patent Rights constitutes an abuse of right; No. 6 [Issue 4]

below); and calculation of the amount of damage (the amount equivalent to a license fee
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under FRAND terms; No. 7 [Issue 5] below). We make a determination on each item as
follows.

No. 5 Whether patent right infringement is established

1. Content of the Inventions

The Descriptions, etc. (Exhibits Ko 3-1 and 3-2) are found to contain the following
statements.

(1) Technical field
[0001]

The present invention relates to a mapping method for frequency and orthogonal
frequency division multiplexing (OFDM) symbol regions of a signal transmitted on
downlink in a cellular OFDM wireless packet communication system.

(2) Background art
[0007]

In a conventional physical hybrid ARQ indicator channel (PHICH) mapping method,
there exists a defect that PHICH groups between neighbor cells have difficulty avoiding
collision as illustrated in FIG. 1.

(3) Problem to be solved by the invention
[0008]

An object of the present invention devised to solve the problem lies in providing a
method for mapping a PHICH so that repetition of the PHICH does not generate
interference between neighbor cell IDs by considering available resource elements
varying with OFDM symbols.

(4) Means for solving the problem
[0013]
[Math. 2]

Preferably, the index of the resource element group may be determined by the

following equation:

[1( N ot 1a, }J+ m')mud n',. i=0
7 = [[{;N;;” . )J+ m'+\'n',.l /3 _Dmod n.  i=l
(ves w, 1wy Je s, 13 Jmodn,  i=2

where N[5

' denotes a cell ID, i denotes an index of a repetitive pattern, n';,;/n’,
denotes a ratio between the number of available resource element groups in an OFDM
symbol ['; and the number of available resource element groups in a first OFDM symbol,
and m' denotes an index of a PHICH group.

[0015]
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Preferably, the PHICH may be transmitted in units of a plurality of PHICH groups
each consisting of four resource elements.
[0016]

Preferably, the PHICH may be transmitted in units of a plurality of PHICH groups
each consisting of two resource elements.
(5) Effect of the invention
[0018]

According to the exemplary embodiment of the present invention, efficiency mapping
is performed by considering available resource elements varying according to OFDM
symbols during PHICH transmission, so that PHICH repetition does not generate
interference between neighbor cell IDs and performance is improved.

(6) Mode for carrying out the invention
[0033]
[Math. 5]

0 normal PHICH duration

Jall subframes
P i extended PHICH duration (1)
! Json — MBSFN subframes
(m'i2j+i+)mod2 extended PHICH duration

,MBSFN subframes

[0034]

In Equation 1, I'; denotes an index of the OFDM symbol in which i-th repetition of
a PHICH group is transmitted, m' denotes an index of a PHICH group, and 7 denotes the
number of repetitions of a PHICH. When the PHICH is repeated three times, i has values
of 0, 1, and 2.

[0038]

(omitted) The location of the first REG should be designated according to a cell ID
and a repetitive pattern should be allocated at regular intervals based on an index of the
first REG. However, since resolution of a frequency location depending on the index
differs according to the number of REGs in each OFDM symbol, there exists a defect that
a reference location is changed.

[0039]

Therefore, when the PHICH is transmitted through multiple OFDM symbols, if the
start location according to the cell ID is determined in consideration of a ratio of REGs
of the first start symbol to REGs of the other symbols, the above problem can be solved.
When the PHICH is transmitted through one or three OFDM symbols, the location of the
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first start symbol is always the first OFDM symbol. However, when the PHICH is
transmitted through two OFDM symbols, the first PHICH group is started from the
second OFDM symbol. Accordingly, if the ratio of REGs is considered, a reference
symbol should be changed.

[0043]

[Math. 8]

If the PHICH is mapped from the second OFDM symbol, n';,/n’, may be changed
to n';/m'y.

2. Regarding the configuration of the Defendant's Products

While the Defendant's Products conform to the Standard in light of the facts premised
above, it is found that the Defendant's Products or the communication method adopted by
the Defendant's Products comprise the configurations indicated in a. through i. below in
light of the standard document of the Standard (Exhibit Ko 6) and the entire import of
oral arguments.

There is no dispute between the parties regarding the fact that the Defendant's
Products operate with a normal cyclic prefix, and according to the entire import of oral
arguments, they do not operate with an extended cyclic prefix. In regard to the point that
"m' denotes an index related to a PHICH group in which the PHICH is included" as
indicated in h. below, the Defendant argues that it should be "m' denotes a PHICH
mapping unit number." However, the finding regarding this point is as explained in 3.
below.

a. A mobile station in a multi-carrier cellular mobile communication system, the mobile
station being adapted to receive a plurality of multiplexed ACK/NACK signals within
one frame through a PHICH from a base station of a multi-carrier cellular mobile
communication system

b. Maps a PHICH to OFDM symbols in the transmission from the base station to the
mobile station.

c. Each of the OFDM symbols comprises a plurality of resource element groups.

d. Each of the resource element groups comprises four resource elements.

e-1. If the PHICH is transmitted through one or three OFDM symbols, the numbers
assigned to resource element groups in which the PHICH is repeatedly transmitted three
times and which are not allocated to the PCFICH in OFDM symbol 1', the numbers being
0 to n',;—1 assigned in sequence starting from the resource element group with the
lowest frequency domain index, are determined using the equation of Configuration g-1
below.

e-2. If the PHICH is transmitted through two OFDM symbols, the numbers assigned to
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resource element groups in which the PHICH is repeatedly transmitted three times and
which are not allocated to the PCFICH in OFDM symbol 1', the numbers being 0 to
n';,;—1 assigned in sequence starting from the resource element group with the lowest
frequency domain index, are determined using the equation of Configuration g-2 below.
f. Comprises mapping the three repetitions of the PHICH to the OFDM symbols
according to the determined indexes.

g-1. The equation for calculating 7, in the case where the PHICH is transmitted through
one or three OFDM symbols is

,a—-..__

Nt ny g J+ m')mod ny i=0

~

,a—-..__

NCeu n,;/no_-l—m'—k\} ny /3J)mod ny i=2

g-2. The equation for calculating 7, in the case where the PHICH is transmitted through
two OFDM symbols is

,——-._‘

Nt ny [m J+ m')mod ny i=0

o= ( ICSH n;./nl +m'+\_n,; /3J)mod ny i=1

S ny [y +m'+\_2 ny /3Dmod np i=2

~

,_—_._‘

h. NFE% denotes a cell ID, i denotes an index of the repetition of the PHICH, n';,/n’,
denotes a ratio between the number of available resource element groups in an OFDM
symbol I'; and the number of available resource element groups in a first OFDM symbol
of a sub-frame, n';,;/n'; denotes a ratio between the number of available resource
element groups in an OFDM symbol I'; and the number of available resource element
groups in a second OFDM symbol of a sub-frame, and m' denotes an index related to a
PHICH group in which the PHICH is included.

1. Available resource element groups are resource element groups which can be used for
PHICH transmission in the respective OFDM symbols.

3. Regarding Issue 1-1 (whether or not the Defendant's Products fulfill "m™ [Constituent
Features 1-1D and 1-2D of the First Inventions and Constituent Features 2-1G, 2-2C, 2-
3H, and 2-4C of the Second Inventions])
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(1) According to the constituent features of the Patents, it is prescribed that m' of the
Inventions "denotes an index related to a PHICH group in which the PHICH is included"
(Constituent Features 1-1D and 1-2D) or "denotes an index of a PHICH group including
the PHICH" (2-1G, 2-2C, 2-3H, and 2-4C). Further, the Descriptions, etc. define that m’
of the Inventions "denotes an index of a PHICH group" ([0013]) or "denotes an index of
a PHICH group" ([0015]).

According to the abovementioned statements of constituent features and the
Descriptions, etc., m' of the Inventions is construed to be "an index of or related to a
PHICH group."

When this point is examined with regard to the Defendant's Products, there is no
dispute between the parties regarding the fact that the Defendant's Products operate with
a normal cyclic prefix, as mentioned in 2. above. In addition, according to the standard
document of the Standard (Exhibit Ko 6) to which the Defendant's Products conform, it
is found that the PHICH's mapping unit number m' and PHICH group number m are the
same in the Defendant's Products if they operate with a normal cyclic prefix.

Then, it can be said that the Defendant's Products' "m" precisely indicates the "PHICH
group number," and therefore it is reasonable to find that the Defendant's Products' "m"'
represents "an index of or related to a PHICH group" and fulfills m' of the Inventions.
(2) Against this, the Defendant argues that "m™ in the Standard is an index of a "PHICH
mapping unit," and not an index of a PHICH group. However, in the case of the normal
cyclic prefix used by the Defendant's Products, the PHICH's mapping unit number m'and
PHICH group number m are the same, as explained above, so the Defendant's argument
cannot be regarded to affect the abovementioned determination. Therefore, the
Defendant's argument cannot be accepted.

(3) Accordingly, it can be said that the Defendant's Products fulfill "m™ (Constituent
Features 1-1D and 1-2D of the First Inventions and Constituent Features 2-1G, 2-2C, 2-
3H, and 2-4C of the Second Inventions).

4. Regarding Issue 1-2 (whether or not the Defendant's Products fulfill "I';" [Constituent
Features 1-1D and 1-2D of the First Inventions and Constituent Features 2-1D through 2-
IF, 2-2A, 2-2B, 2-3E through 2-3G, 2-4A, 2-4B, 2-5A, and 2-5B of the Second
Inventions])

(1) According to the statements of the Descriptions, etc. ([0033] and [0034]), the method
for calculating "I';" of the Inventions is found to be to use index 0 in the case where the
PHICH is transmitted through one symbol, use indexes 0 and 1 calculated by a specific
equation in the case where the PHICH is transmitted through two symbols, and use

indexes 0, 1, and 2 according to i, which is the number of repetitions, in the case where
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the PHICH is transmitted through three symbols.

When this point is examined with regard to the Defendant's Products, given that the

Defendant's Products have Configurations g-1 and g-2 as mentioned in 2. above, "I';" of
the Defendant's Products is found to fulfill "I';" of the Inventions.
(2) A. Against this, the Defendant argues that the First Inventions do not specify the
situations in which "Equation (1)" is used and the situations in which "Equation (2)" is
used, and that, while "Equation (1)" and "Equation (2)" both use a parameter "l';", the
First Inventions also do not specify how "I';" is given.

However, according to the constituent features of the First Inventions, cell IDN/EY
of "Equation (1)" and "Equation (2)" in the First Inventions is to be used for determining
the mapping location of the PHICH. In addition, according to the statements of the First
Description, etc. ([0038], [0039], and [0043]), it is found that multiplying N5% by
n';,#n'y in "Equation (1)" is for determining the start location according to the cell ID in
consideration of a ratio of n’(, which is the number of REGs in the first start symbol, i.e.,
symbol 0, to n';,;, which is the number of REGs in the other symbols, and multiplying
N&EY by n';,/n'; in "Equation (2)" is for determining the start location according to the
cell ID in consideration of a ratio of n'y, which is the number of REGs in the first start
symbol, i.e., symbol 1, to n'y,;, which is the number of REGs in the other symbols.
Further, it is found that when the PHICH is transmitted through one or three OFDM
symbols, the first start symbol is set to be OFDM symbol 0, and when the PHICH is
transmitted through two OFDM symbols, the start symbol is set to be OFDM symbol 1.

Thus, it is found that, in the First Inventions, "Equation (1)" is used when the PHICH

1s transmitted through one or three OFDM symbols and "Equation (2)" is used when the
PHICH is transmitted through two OFDM symbols. Accordingly, it can be said that the
Defendant's argument to the effect that the First Inventions fail to specify how "Equation
(1)" and "Equation (2)" are used and how "I';" is given lacks premises. Therefore, the
Defendant's argument cannot be accepted.
B. In addition, the Defendant argues that, in accordance with the provisions of the
Standard, a mobile station can identify index ['; fori=0, 1, 2 and can calculate 7, by
using that [; and a specific single equation, so the Defendant's Products, which follow
the Standard, do not fulfill Constituent Features 1-1D and 1-2D.

However, according to the standard document of the Standard (Exhibit Ko 6), the
Standard to which the Defendant's Products conform is found to use a calculation formula
which uses a symbol of index 0 in the case where the PHICH is transmitted through one
symbol, uses two symbols calculated by a specific equation in the case where the PHICH

is transmitted through two symbols, and uses three symbols according to i, which is the
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number of repetitions, in the case where the PHICH is transmitted through three symbols.
It follows that, even if it is possible to calculate 77, by using a specific single equation as
argued by the Defendant, the abovementioned calculation formula is being used, so the
Defendant's Products still fulfill Constituent Features 1-1D and 1-2D. Therefore, the
Defendant's argument cannot be accepted.

C. The Defendant argues that the Defendant's Products, which follow the Standard, do
not fulfill Constituent Features 2-1D through 2-1F, 2-2A, 2-2B, 2-3E through 2-3G, 2-4A,
2-4B, 2-5A, and 2-5B, based on the same reason as that in B. above, but the reasoning
given in B. above also applies in the same manner to this argument.

Therefore, the Defendant's argument cannot be accepted.

5. Regarding Issue 2 (whether the exercise of the Patent Rights constitutes an abuse of
right)

The Defendant argues as follows: the First Inventions and Second Invention 5 are
inventions characterized by a method of PHICH mapping by a base station, having no
characteristic configurations as inventions of a mobile station, so the technical value of
these inventions is in a method performed by a base station; and because of this,
exercising the patent rights for these inventions against a mobile station seller like the
Defendant constitutes an abuse of right.

However, according to the statements of the Descriptions, etc. ([0008]), the Inventions
provide a PHICH mapping method, and have characteristic configurations in the
transmitted and received signals themselves, so it should be said that they have
sufficiently characteristic configurations also as inventions of a mobile station. It follows
that the Defendant's argument to the effect that the Inventions have no characteristic
configurations as inventions of a mobile station lacks its premise. No other circumstances
supporting the fact that the exercise of the Patent Rights by the Plaintiff constitutes an
abuse of right are found at least in this case. Therefore, the Defendant's argument cannot
be accepted.

6. Regarding Issue 3-1 (whether the Inventions lack an inventive step based on Exhibit
Otsu 1 Invention)
(1) Finding of common features and differences

There is no dispute between the parties regarding the fact that the Inventions and
Exhibit Otsu 1 Invention differ in the following features and have all other features in
common.

A. Difference between the First Inventions and Exhibit Otsu 1 Invention

In the First Inventions, index 7, of a resource element group is given by
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ﬂ_{N‘,‘f,” n' Iny }J+ m‘)mﬁd "', i=0
= (]_(N}’;H n aty }J+ m'+Ln‘;.; I3J}m0dn';r‘ i=1
(vt w10 |+ mi+2n', 13 Jmodu,  i=2
or
d_(N;";” ' In ) m')mod n', i=0

i, = vt ow, i) e i, 13 Jmodn, i=1
{]_(Nf‘" n' e )+ m'+|_2n’,,.r_ ,"BJ}modm',.r i=2

b

whereas in Exhibit Otsu 1 Invention, index 7, of a resource element group is given by

r[NE” + m'}mod n' i=0
A, =1 (N;"" +m'+| jEJ)mod n' i=1
l_[}fg" + m'+L2 ;r'.'l_.'ﬁj)mod n' i=2

B. Difference between Second Invention 5 and Exhibit Otsu 1 Invention

In Second Invention 5, indexes of resource element groups in which the PHICH is
repeatedly transmitted three times are determined, if the PHICH is transmitted through
three OFDM symbols, using Equation 1, and if the PHICH is transmitted through two
OFDM symbols, indexes of resource element groups in which the PHICH is transmitted
is further determined using Equation 2. On the other hand, in Exhibit Otsu 1 Invention,
indexes of resource element groups in which the PHICH is repeatedly transmitted three
times are determined using Equation A.
(2) Whether the differences could have been easily conceived of by a person ordinarily
skilled in the art

The abovementioned differences represent a feature where, in a specific equation for
determining indexes of REGs to which the PHICH is repeatedly mapped three times by
using multiple symbols, the Inventions integrate a correction that considers the difference
in the number of available REGs for each symbol, in order to evenly map the three
repetitions in the frequency direction, whereas Exhibit Otsu 1 Invention does not integrate
such correction.

When this point is examined, there is no objective evidence supporting the fact that a

document or well-known technology disclosing a configuration relating to the
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abovementioned differences existed before the priority date of the Patents, and there is
also no objective evidence supporting the fact that the abovementioned configuration is
only a matter of design. Thus, it cannot be found that a person ordinarily skilled in the art
was able to easily conceive of the abovementioned differences.

Against this, the Defendant argues that the mapping of the PHICH to multiple OFDM
symbols does not necessary result in absence of overlapping of PHICH-mapped regions
between neighbor cells, and a person ordinarily skilled in the art who has read Exhibit
Otsu 1 would have been able to recognize and correct the error in Equation A of Exhibit
Otsu 1 before the priority date of the Patents. However, according to evidence (Exhibits
Otsu 3 and 45) and the entire import of oral arguments, an email (Exhibit Otsu 3)
submitted by the Defendant was sent after the priority date of the Patents, and a written
opinion (Exhibit Otsu 45) submitted by the Defendant was also prepared more than 10
years after the priority date of the Patents, so they cannot be regarded as appropriate
evidence for proving the recognition before the priority date of the Patents, and there is
no other objective and precise evidence that supports the Defendant's argument. In
addition to these circumstances, given that communication itself was possible even with
Exhibit Otsu 1 Invention, it must be said that the "error" mentioned in the Defendant's
argument was seen in hindsight against the backdrop of the Inventions. Thus, the
Defendant's argument cannot be regarded to affect the abovementioned determination.

Therefore, the Defendant's argument cannot be accepted.

7. Regarding Issue 3-2 (whether the Inventions violate the support requirement)
(1) Regarding "m™

The Defendant argues that the fact that "m"™ is not limited to "an index of a PHICH
group" and that the problem to be solved by the invention can be solved even if "m"™
includes "an index related to a PHICH group" cannot be recognized from the statements
of the detailed explanation of the invention.

However, given that the First Description, etc. state that "the PHICH may be
transmitted in units of a plurality of PHICH groups" each consisting of two or four
resource elements ([0015] and [0016]), it is reasonable to construe that "an index related
to a PHICH group" referred to in the explanation for "m™ of the Inventions includes "an
index representing a plurality of PHICH groups each consisting of two resource

m

elements." If so, it can be said that, even if "m™ is construed as "an index related to a
PHICH group," "m" is regarded to include " an index representing a plurality of PHICH
groups each consisting of two resource elements," and thus the problem to be solved by
the Inventions can be solved. Therefore, the Defendant's argument cannot be accepted.

Accordingly, the argument asserting violation of the support requirement in relation

22



to "m™ cannot be accepted.
(2) Regarding "I';"

The Defendant argues that the Inventions do not specify how "I';" is given, and it
cannot be recognized from the statements of the detailed explanation of the invention that
the problem to be solved by the invention can be solved even if the required conditions
are not met.

However, as explained in relation to Issue 1-2 above, according to the statements of
the Descriptions, etc. ([0033] and [0034]), the method for calculating "I';" of the
Inventions is found to be to use index 0O in the case where the PHICH is transmitted
through one symbol, use indexes 0 and 1 calculated by a specific equation in the case
where the PHICH is transmitted through two symbols, and use indexes 0, 1, and 2
according to i, which is the number of repetitions, in the case where the PHICH is
transmitted through three symbols. Then, the Defendant's argument to the effect that "I’;"
is unspecified lacks its premise, and does not affect the abovementioned determination.
Therefore, the Defendant's argument cannot be accepted.

(3) Regarding the Inventions

The Defendant argues that merely stating in the claims an "apparatus for receiving ...
[hereinafter referred to as a "receiving apparatus"] (mobile station)" that receives signals
transmitted from a base station does not have an effect of having disclosed an invention
of a product, which is a "receiving apparatus (mobile station)," and therefore the
statements of the Inventions do not satisfy the support requirement.

However, in the Inventions, the transmitted and received signals themselves are
sufficiently specified, so it should be said that an apparatus for receiving those signals is
also sufficiently specified. When Second Invention 5 is examined, it can be said that not
only the transmitted and received signals themselves are sufficiently specified, but as
transmission and reception are performed as a pair in communication between a base
station and a mobile station, the configuration of the transmitting method or the
transmitting apparatus, which is the base station, is specified, and as a result, the
configuration of the receiving method or the receiving apparatus, which is the mobile
station, 1s also sufficiently specified in correspondence to the abovementioned
configuration. Thus, it can be said that the Defendant's argument to the effect that the
statement does not have an effect of having disclosed an invention of a product, which is
a "receiving apparatus (mobile station)," lacks its premise. Therefore, the Defendant's
argument cannot be accepted.

8. Regarding Issue 3-3 (whether the Inventions lack novelty)

The Defendant recognized the gist of the Inventions on the premise that the Inventions
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do not specify the structure, etc. of the invention relating to the receiving method or the
receiving apparatus, and also do not specify the configuration, etc. of the mobile station,
and argues that, according to this finding, the Inventions lack novelty.

However, as the transmitted and received signals themselves are sufficiently specified,
it should be said that their receiving apparatus is also sufficiently specified, as explained
above. Thus, in the same manner as in 7. (3) above, the Defendant's argument lacks its
premise. Therefore, the Defendant's argument cannot be accepted.

9. Regarding Issue 3-4 (whether the Inventions violate the clarity requirement)

The Defendant argues that, as the statements of the claims of the Inventions merely
mention a "receiving apparatus" (mobile station) that receives signals transmitted from a
base station, a person ordinarily skilled in the art would not have been able to understand
areceiving apparatus (mobile station) of what kind of configuration falls within the scope
of the Inventions, and therefore the statements of the claims of the Inventions do not
satisfy the clarity requirement.

However, the Inventions sufficiently specify the configuration of the receiving
apparatus (mobile station) as repeatedly explained above, so in the same manner as above,
the Defendant's argument lacks its premise, and therefore cannot be accepted.

10. Regarding Issue 3-5 (whether the Inventions lack an inventive step due to the priority
claim not being accepted)

The Defendant argues that the statements of the claims of the application on which
the priority claim relating to the Patents is based (Exhibit Otsu 4) are not claims directed
to a mobile station, so the Inventions are not disclosed in the application on which the
priority claim is based, and therefore the priority claim cannot be accepted.

However, even if the abovementioned application on which the priority claim is based
(Exhibit Otsu 4) contains no claims directed to a mobile station, the disclosure of a
prescribed equation relating to ACK/NACK signals of a base station in the
abovementioned application on which the priority claim is based results in sufficient
specification of the configuration of the receiving apparatus (mobile station) of a mobile
station corresponding to this, as repeatedly explained above. Therefore, in the same
manner as above, the Defendant's argument lacks its premise, and cannot be accepted,
without having to make determinations on the other points.

11. Summary (regarding examination on infringement)

According to the above, the Defendant's Products fulfill all of the respective
constituent features of the Inventions, and none of the Defendant's arguments that assert
abuse of right and invalidity of the Inventions can be accepted.

No. 6 Whether the Defendant has a willingness to obtain a license under FRAND terms,
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etc. (whether the exercise of the Patent Rights constitutes an abuse of right [Issue 4])
1. Demand for an injunction
(1) Criterion for determination

If a person that holds a patent for an invention essential to the manufacturing, etc. of
a product conforming to a standard (hereinafter referred to as a "standard essential
patent") gives a FRAND commitment regarding the relevant standard essential patent
(hereinafter, that person is referred to as a "FRAND-encumbered standard essential patent
holder"), a person that conducts the manufacturing, etc. of the abovementioned product
(hereinafter referred to as a "standard essential patent implementer") will conduct the
manufacturing, etc. on a premise that they can obtain a license for the standard essential
patent under FRAND terms. If, in spite of that, the FRAND-encumbered standard
essential patent holder demands an injunction, based on the standard essential patent,
against the standard essential patent implementer that trusts that they can obtain the
abovementioned license, it will significantly undermine the standard essential patent
implementer's reasonable trust, and will run against the principles of justice and fairness.

On the other hand, the FRAND-encumbered standard essential patent holder has
voluntarily given a FRAND commitment on a premise that they can obtain an amount
equivalent to a royalty for the abovementioned license, so if they can obtain the amount
equivalent to a royalty, they are regarded to clearly lack the necessity and reasonableness
to demand an injunction against the standard essential patent implementer.

Thus, it should be said that a FRAND-encumbered standard essential patent holder's
act to demand an injunction against a standard essential patent implementer based on the
standard essential patent is impermissible as an abuse of right, unless there is a special
circumstance where the standard essential patent implementer has no willingness to
obtain a license under FRAND terms.

(2) Found facts

When this point is examined with regard to this case, the following facts can be found
according to the evidence mentioned later and the entire import of oral arguments.

A. On June 12, 2020, the Plaintift sent a written notice to ASUS Taiwan requesting that
ASUS Taiwan obtain a license for the patents on LTE, etc. held by the Plaintiff. A patent
list attached to the written notice stated "List of the Plaintiff's Representative Patents" and
also stated the patent numbers of the Patents. (Exhibit Otsu 8)

B. On July 10, 2020, ASUS Taiwan expressed to the Plaintiff that ASUS Taiwan respects
intellectual property rights of other companies, and is willing to sincerely discuss
solutions with the Plaintiff. (Exhibit Otsu 9)

C. On July 20, 2020, the Plaintiff requested ASUS Taiwan to conclude a confidentiality
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agreement with the Plaintiff, and on August 7, 2020, the Plaintiff and ASUS Taiwan
concluded a confidentiality agreement. (Exhibit Otsu 10 and the entire import of oral
arguments)

D. On August 28, 2020, the Plaintiff presented and explained licensing terms to ASUS
Taiwan (hereinafter referred to as the "first negotiation"). However, [i] the claim charts
of representative patents and [ii] the list of patent numbers of all of the Plaintiff's patents
that are subject to the licensing were unclear. Therefore, the Plaintiff promised ASUS
Taiwan to present the details of [i] and [ii] above. Meanwhile, in the proposal on that day,
the Plaintiff indicated the amount of damage incurred in the past and the future royalty
rate, and explained that the Plaintiff held at least @ (omitted)@ standard essential
patents (hereinafter also referred to as "SEPs" in accordance with the term used by the
parties) and that they calculated the royalty rate in light of the Unwired Planet v. Huawei
judgment. (Exhibit Otsu 11 and the entire import of oral arguments)

E. On September 9, 2020, the Plaintiff presented to ASUS Taiwan a list stating the patent
numbers of all of the Plaintiff's patents that are subject to the licensing ([ii] above), based
on the abovementioned promise. (Exhibit Otsu 12 and the entire import of oral arguments)
F. On September 22, 2020, the Plaintiff presented to ASUS Taiwan the claim charts for
10 representative patents ([i] above) and proposed to hold a telephone conference for
explaining the claim charts in the week starting October 26, 2020, based on the
abovementioned promise. (Exhibit Otsu 13 and the entire import of oral arguments)

G. On September 24, 2020, ASUS Taiwan asked the Plaintiff whether it would be
acceptable to only hear the Plaintiff's explanation at the telephone conference in the week
starting October 26, 2020, because the explanation from the vendor was unlikely to be
provided in time, and to inform the Plaintiff of ASUS Taiwan's opinion later, based on the
vendor's reply. (Exhibit Otsu 14)

H. On October 27, 2020, the Plaintiff explained to ASUS Taiwan the claim charts
presented on September 22, 2020 (hereinafter referred to as the "second negotiation"). At
this time, the Plaintiff admitted that the list of patent numbers presented by the Plaintiff
included patents that were unrelated to ASUS Taiwan's products, and requested ASUS
Taiwan to identify such patents. In addition, ASUS Taiwan told the Plaintiff that they
concluded a confidentiality agreement with the vendor, and that they will inform the
Plaintiff of the vendor's opinion by mid-December 2020. (Exhibit Otsu 15 and the entire
import of oral arguments)

I. On November 18, 2020, the Plaintiff notified ASUS Taiwan of the fact that ASUS
Taiwan's preparation for the second negotiation was insufficient in spite of the fact that
the Plaintiff had sent the claim charts to ASUS Taiwan in advance, and that it is bad faith
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for a large enterprise such as ASUS Taiwan to say that they do not know unless they
confirm with the vendor. (Exhibit Otsu 16)

J. On November 20, 2020, ASUS Taiwan informed the Plaintiff of matters including the
following: ASUS Taiwan promised the Plaintiff at the time of the second negotiation that
ASUS Taiwan would give a reply along with the vendor's opinion by mid-December;
ASUS Taiwan would give a reply about two patents that are not standard essential patents
by the following week; ASUS Taiwan would give a reply about eight standard essential
patents by mid-December; there is a need to rely on the vendor's technical information
with regard to component functions, etc.; among @ (omitted)@ patent families, about
@ (omitted)@ patents only cover the Republic of Korea, and therefore are unrelated to
ASUS products which are not traded in the market of the Republic of Korea; and, with
regard to the identification of patents unrelated to ASUS products, which was requested
by the Plaintiff at the time of the second negotiation, ASUS Taiwan wants to focus on 10
claim charts without performing the identification process, in order to avoid prolongation
of technical discussions. (Exhibit Otsu 17 and the entire import of oral arguments)

K. On November 27, 2020, ASUS Taiwan asserted against the Plaintiff that ASUS
products did not fulfill the constituent features (non-fulfillment) of two patents stated in
the claim charts and also invalidity of the two patents. (Exhibit Otsu 18 and the entire
import of oral arguments)

L. On December 15, 2020, ASUS Taiwan asserted against the Plaintiff non-fulfillment of
six standard essential patents (including a US patent corresponding to the Second Patent).
(Exhibit Otsu 19 and the entire import of oral arguments)

M. From December 23, 2020 to April 23, 2021, the Plaintiff and ASUS Taiwan made
counterarguments to each other regarding the abovementioned non-fulfillment and
invalidity (ASUS Taiwan further added invalidity assertions regarding patents other than
the abovementioned patents for which they had asserted invalidity). In parallel with this,
on April 21, 2021, the Plaintiff requested ASUS Taiwan to present a counterproposal to
the Plaintiff's licensing proposal, and on April 23, 2021, ASUS Taiwan indicated to the
Plaintiff that ASUS Taiwan had not been presented with the specific calculation basis for
the Plaintiff's initial proposal. (Exhibits Otsu 20 through 28 and the entire import of oral
arguments)

N. On May 13, 2021, the Plaintiff presented to ASUS Taiwan a more specific calculation
basis for the licensing terms regarding the initial proposal made in August 28, 2020.
(Exhibit Otsu 29 and the entire import of oral arguments)

O. On May 28, 2021, ASUS Taiwan indicated to the Plaintiff that the Plaintiff's

abovementioned licensing terms could not be regarded as FRAND terms in consideration
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of the fact that the aggregate royalty rate adopted by the Plaintiff was based on a survey
that was conducted more than 10 years ago, and also in light of the commercialization of
5G since 2019 and the fact that the rate substantially deviates from the aggregate royalty
rate for LTE determined in the Unwired Planet v. Huawei judgment, among other matters.
(Exhibit Otsu 30)

P. On June 8, 2021, the Plaintiff asserted to ASUS Taiwan that the terms presented by the
Plaintiff were FRAND terms and that most of the Plaintiff's patents also covered the 5G
standard. (Exhibit Otsu 31 and the entire import of oral arguments)

Q. On August 3, 2021, ASUS Taiwan presented a counterproposal of licensing terms to
the Plaintiff. At this point in time, ASUS Taiwan had not received a specific explanation
from the Plaintiff about all of the Plaintiff's patents covering the 5G standard, so this
counterproposal was calculated on a premise that the Plaintiff's patents only covered LTE.
(Exhibit Otsu 32 and the entire import of oral arguments)

R. On August 28, 2021, the Plaintiff filed a lawsuit in the United States against ASUS
Taiwan. (Exhibit Otsu 33 and the entire import of oral arguments)

S. On December 22, 2021, the Plaintiff sent a written notice to the Defendant, which is a
Japanese affiliate of ASUS, stating that the Plaintiff had already informed ASUS Taiwan
of the licensing terms for 10 patents that conform to the LTE standard, etc., including the
Patents, and that the Plaintiff would like to receive a reply if ASUS Taiwan is willing to
obtain the license. (Exhibit Otsu 34)

T. On December 27, 2021, a settlement was reached between the Plaintiff and ASUS
Taiwan in the abovementioned US lawsuit. (the entire import of oral arguments)

U. On February 16, 2022, ASUS Taiwan, on behalf of the Defendant, informed the
Plaintiff that they were willing to obtain the license under FRAND terms, and requested
the Plaintiff to present the claim charts for the Plaintiff's Japanese patents, including the
Patents. (Exhibit Otsu 35)

V. On March 31, 2022, the Plaintiff filed this lawsuit, and on April 13, 2022, the
Defendant received the complaint. (A fact evident to this court)

W. On April 15, 2022, ASUS Taiwan indicated to the Plaintiff that, although ASUS
Taiwan had requested the Plaintiff to present claim charts showing the correspondence
between the Plaintiff's patents and the 5G standard because the Plaintiff asserts that their
patents cover the 5G standard, the Plaintiff had not presented the claim charts. (Exhibit
Otsu 36)

X. On April 22, 2022, the Plaintiff presented representative claim charts concerning the
5G standard to ASUS Taiwan, while additionally remarking that the Plaintiff believed
they had no obligation to provide those claim charts concerning the 5G standard. (Exhibit
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Otsu 37)

Y. On April 27,2022, ASUS Taiwan requested the Plaintiff to consent to sharing the claim
charts concerning the 5G standard with the vendor, and immediately after obtaining the
Plaintiff's consent on May 27,2022, ASUS Taiwan provided the claim charts to the vendor.
(Exhibit Otsu 38 and the entire import of oral arguments)

Z. On July 29, 2022, ASUS Taiwan asserted against the Plaintiff non-fulfillment and
invalidity of four 5G patents, and from August 26 to November 21, 2022, the Plaintiff
and ASUS Taiwan made counterarguments, etc. to each other. (Exhibits Otsu 50 through
54 and the entire import of oral arguments)

AA. On December 8, 2022, ASUS Taiwan informed the Plaintiff that the data on their
sales in Japan was ready, and proposed to hold a telephone conference. At the telephone
conference held on December 16, 2022, ASUS Taiwan disclosed to the Plaintiff the data
on their sales in Japan, and also presented licensing terms which included not only 5G
terminals, but also LTE terminals, within the scope of the license for the Plaintiff's LTE
patents. (Exhibits Otsu 73 and 75, and the entire import of oral arguments)

BB. On January 6, 2023, ASUS Taiwan told the Plaintiff that the period from January 20
to 29 would be the Chinese New Year's holiday, so if the Plaintiff would like to hold a
discussion, they would like the timing of the discussion to be not too close to the Chinese
New Year. (Exhibit Otsu 76)

CC. On January 14, 2023, the Plaintiff told ASUS Taiwan that they will flexibly respond
if the figure is in line with the Plaintiff's FRAND rate, and on January 19, 2023, ASUS
Taiwan replied that they will consider the matter after the Chinese New Year's holiday.
(Exhibits Otsu 77 and 78)

DD. On March 24, 2023, ASUS Taiwan told the Plaintiff that, while there is no need to
obtain a license for patents that are not standard essential patents, the royalty rate
indicated at the telephone conference in December 2022 was a proposal including patents
that are not standard essential patents, and requested the Plaintiff to make another
proposal. (Exhibit Otsu 79)

EE. On March 26, 2023, the Plaintiff indicated to ASUS Taiwan that ASUS Taiwan had
not been able to present a meaningful counterproposal, but at the same time, the Plaintiff
accepted the request about a license for only the standard essential patents, and presented
a term of @(omitted)@ US dollars per patent. (Exhibit Otsu 80)

FF. From March 27 to April 20, 2023, the Plaintiff and ASUS Taiwan exchanged opinions
about matters including the basis for the rate, specific monetary amount, and the number
of SEPs. (Exhibits Otsu 81 and 86 through 89)

GG. On May 5, 2023, the Plaintiff requested that ASUS Taiwan hold a telephone
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conference, and on May 25, 2023, they held a telephone conference. At the telephone
conference, the Plaintiff informed ASUS Taiwan that they hold at least @ (omitted)@
patents as an SEP family relating to the LTE standard, and that they would disclose a list
of those patents on a later date. (Exhibits Otsu 94 and 97, and the entire import of oral
arguments)

HH. On May 31, 2023, the Plaintiff updated the list of the patents they hold and disclosed
it to ASUS Taiwan. (Exhibit Otsu 98)

II. At a telephone conference on June 28, 2023, ASUS Taiwan presented a lump-sum
license fee based on a top-down approach for the number of units sold in the past, based
on the abovementioned patent list updated by the Plaintiff. (Exhibit Otsu 100 and the
entire import of oral arguments)

JJ. On August 8, 2023, ASUS Taiwan urged the Plaintiff to give a reply on the plan
presented on June 28, 2023. On August 29, 2023, the Plaintiff replied that they would like
to have settlement talks concerning global licensing under the intervention of a Japanese
court, and as the first step, they plan to respond in accordance with that court's instructions.
(Exhibits Otsu 101 and 102, and the entire import of oral arguments)

(3) Application to this case

A. According to the facts found above, when the Plaintiff requested ASUS Taiwan to
obtain a license for patents relating to the LTE standard, etc., including the Patents, ASUS
Taiwan promptly expressed their willingness to sincerely discuss the matter (Found Fact
B), and also when the Plaintiff once again requested the Defendant to give a reply about
whether they were willing to obtain a license, ASUS Taiwan expressed their willingness
to obtain the license under FRAND terms (Found Fact U). From these facts, it is found
that the Defendant and ASUS Taiwan were at least clearly expressing their willingness to
obtain a license under FRAND terms.

In addition, when looking at the negotiation process found above, the following facts
can be found: after being requested by the Plaintiff to conclude a confidentiality
agreement, ASUS Taiwan immediately concluded the agreement (Found Fact C), soon
after which, ASUS Taiwan responded to the first negotiation and requested the Plaintiff
to present claim charts, etc. (Found Fact D), and in about two months after being
presented the claim charts and in about one month after the second negotiation where they
received an explanation about the claim charts, ASUS Taiwan asserted non-fulfillment
and invalidity, while also taking into account the vendor's opinion (Found Facts F, H, K,
L); after the specific calculation basis for the licensing terms was indicated by the Plaintiff,
ASUS Taiwan immediately stated their opinion concerning the calculation basis, and

presented a counterproposal in about three months (Found Facts N, O, Q); ASUS Taiwan
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requested the Plaintiff to present claim charts concerning the 5G standard, and stated their
opinion on non-fulfillment, etc. regarding 5G patents in about three months after
obtaining the claim charts (Found Facts W, X, Z); and after that, ASUS Taiwan continued
to negotiate on matters including the basis for the rate, etc., and presented licensing terms
multiple times according to the situation of the negotiation, such as when the patent list
was disclosed (Found Facts AA, FF, II).

According to the facts found above, after ASUS Taiwan promptly expressed their
willingness to sincerely discuss the matter upon being demanded by the Plaintiff to obtain
a license, the Defendant is found to have responded to the licensing negotiation with the
Plaintiff insofar as possible, although it took time due to circumstances including
conclusion of a confidentiality agreement, the Defendant side's consultation with the
vendor, identification of patents that are subject to the licensing, confirmation of
fulfillment and validity of the patents, confirmation of the correspondence between the
patents and the 5G standard, confirmation and negotiation of licensing terms, and a break
due to the Chinese New Year's holiday.

Indeed, the reason for which the Plaintiff and the Defendant failed to reach an
agreement on a FRAND rate in spite of prior consultations relating to the abovementioned
findings and settlement talks in this lawsuit is that the FRAND rates presented by both
parties were far too divergent, as explained in detail later (No. 7). According to both
parties' assertions mentioned above and the entire import of oral arguments, the cause for
this divergence is considered to be as follows: in major countries in the world, the
Unwired Planet v. Huawei judgment, as presented by the Plaintiff, and other court
precedents on FRAND rate calculation methods have developed internationally in
response to changes of the times; on the other hand, in Japan, there have been no court
precedents based on the abovementioned international development for about 10 years
following the Apple v. Samsung Grand Panel judgment, and also, even taking into account
various circumstances that appeared in this case, a FRAND rate calculation method has
not necessarily been established in Japanese business practice.

Under these circumstances, it cannot be found that there is a special circumstance
where the Defendant has no willingness to obtain a license under FRAND terms.

Accordingly, the Plaintiff's act to demand an injunction against the Defendant based
on the Patent Rights is impermissible as an abuse of right.

B. Against this, the Plaintiff states that ASUS Taiwan and the Defendant [i] deferred their
response due to making confirmation with the vendor, although the confirmation was
unnecessary, [1i] presented a counterproposal at an unreasonably late timing, and adhered
to a rate that significantly diverges from FRAND terms for as long as about two years,

31



[1ii] requested to present claim charts concerning the 5G standard, although those claim
charts were unnecessary, [iv] continued to refuse a solution through global licensing, and
[v] delayed the negotiation by using the Chinese New Year's holiday as an excuse. The
Plaintiff argues that, in light of such negotiation attitude of ASUS Taiwan and the
Defendant, it cannot be said that the Defendant's side has negotiated in good faith, and
that the Defendant cannot be regarded as a person that is willing to obtain a license under
FRAND terms.

However, the fundamental cause for not having reached an agreement on a FRAND
rate is that its calculation method has not necessarily been established in Japanese
business practice, as explained above. Thus, even if the FRAND rate proposed by the
Defendant's side diverged from the FRAND rate proposed by the Plaintiff, and that
divergence continued for about two years, it is not considered to be sufficient for finding
the abovementioned special circumstance, when considering the circumstances relating
to the abovementioned findings, so none of the Plaintiff's series of arguments is acceptable.
Indeed, as the Plaintiff's arguments can be considered, to a certain extent, to relate to a
core issue, the court's determinations on the Plaintiff's arguments will be briefly indicated
below in the order of [i] to [v] above.

[1] Given that ASUS Taiwan repeatedly explained to the Plaintiff the reason for which
confirmation with the vendor was necessary, such as that they needed to receive technical
information from the vendor regarding details of component-level functions and chipset
operations (Found Facts G, H, and J, and Exhibit Otsu 17), and that confirmation with the
vendor in itself is, to a certain extent, reasonable in considering the fulfillment theory,
etc., it cannot go so far as to say that confirmation with the vendor constitutes an unjust
deferral.

[ii] At the time of the first negotiation, the Plaintiff only stated that they held at least @
(omitted)@ SEPs, and that they calculated the rate based on that number in light of the
Unwired Planet v. Huawei judgment, and they did not indicate the specific calculation
process and the reasonableness of the rate, etc. until May 13, 2021. Considering this fact
(Found Facts D and N, and Exhibits Otsu 11 and 29-2), it cannot be said that the
presentation of the counterproposal on August 3, 2021, was unreasonably late.

[1i1] Although the Plaintiff argues that the claim charts concerning the 5G standard were
unnecessary, the Unwired Planet v. Huawei judgment, which the Plaintiff itself claimed
to have used as the basis for calculation of the rate, also took into consideration the ratio
between other communication standards and the LTE standard to a certain extent, so it
cannot be said that the claim charts concerning the 5G standard were unnecessary.

[iv] A FRAND rate should fundamentally be agreed upon globally as soon as possible
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through good-faith negotiations between a FRAND-encumbered standard essential patent
holder and a standard essential patent implementer, as explained later in No. 7, 1.
However, as a FRAND rate calculation method has not necessarily been established in
Japanese business practice, the FRAND rates presented by both parties were far too
divergent in this case, as has been found above. Given these circumstances, it is not
necessarily unreasonable, at least in this particular case, to take a stance to consider that
a solution through global licensing is unrealistic and to first aim at reaching an agreement
limited to the Patents. Thus, in light of the global nature of standard essential patents,
refusal of a solution through global licensing could generally constitute a circumstance to
presume that the party is not willing to obtain a license under FRAND terms, but at least
in this particular case, it is regarded to lack the basis for that presumption.
[v] Also with regard to the Chinese New Year's holiday, ASUS Taiwan told the Plaintiff
in advance that they would very likely be unable to respond due to the holiday, and also
made a specific counterargument about two months after the end of the holiday (Found
Facts BB and DD, and Exhibits Otsu 76 and 79). Therefore, it cannot be said that they
unjustly delayed the negotiation.
[vi] Even by taking into account the negotiation attitude during the US lawsuit,
unnecessary questions, and other series of circumstances indicated by the Plaintiff, it
cannot immediately be said that the Defendant's negotiation attitude was in bad faith, and
it is insufficient for finding that there is the abovementioned special circumstance.
(4) Conclusion

According to the above, the part of the claims in this case relating to a demand for an
injunction is groundless.
2. Claim for compensation for damage
(1) Criterion for determination

If a person who holds a standard essential patent gives a FRAND commitment
regarding the relevant patent, a standard essential patent implementer will conduct the
manufacturing, etc. of products that conform to that standard, on a premise that they can
obtain a license for the standard essential patent under FRAND terms. If, in spite of that,
the FRAND-encumbered standard essential patent holder claims compensation for
damage exceeding an amount equivalent to the royalty for the abovementioned license,
against the standard essential patent implementer that trusts that they can obtain the
abovementioned license, it will significantly undermine the standard essential patent
implementer's reasonable trust, and will run against the principles of justice and fairness.

On the other hand, the FRAND-encumbered standard essential patent holder has

voluntarily given a FRAND commitment on a premise that they can obtain the
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abovementioned amount equivalent to a royalty, so if they can obtain the amount
equivalent to a royalty, they are regarded to clearly lack the necessity and reasonableness
to claim compensation for damage exceeding the amount equivalent to a royalty from the
standard essential patent implementer.

Thus, it should be said that a FRAND-encumbered standard essential patent holder's
act to claim compensation for damage exceeding the abovementioned amount equivalent
to a royalty from a standard essential patent implementer based on the standard essential
patent is impermissible as an abuse of right, unless there is a special circumstance where
the standard essential patent implementer has no willingness to obtain a license under
FRAND terms.

(2) Application to this case

According to 1. above, it cannot be found that there is a special circumstance where
the Defendant has no willingness to obtain a license under FRAND terms.

Therefore, the Plaintiff's act to claim from the Defendant compensation for damage
exceeding an amount equivalent to a royalty for a license under FRAND terms based on
the Patent Rights is impermissible as an abuse of right.

(3) Conclusion

According to the above, the part of the claims in this case relating to compensation
for damage exceeding the abovementioned amount equivalent to a royalty is groundless.
No. 7 Calculation of the amount of damage (amount equivalent to a license fee under
FRAND terms [Issue 5])

The part of the claims in this case relating to compensation for damage within the
amount equivalent to a royalty for a license under FRAND terms is not subject to the
Defendant's assertion of an abuse of right, and is well-grounded according to what has
been explained above. The following part indicates the standards for calculation and
calculates the abovementioned amount equivalent to a royalty.

1. Standards for calculation

Article 102, paragraph (3) of the Patent Act legally provides for the minimum amount
of damage which a patentee can claim in the event of patent right infringement, and it
provides as "The patentee or exclusive licensee may fix the value of the damages that the
patentee or exclusive licensee has personally incurred as being equivalent to the amount
of money the patentee or exclusive licensee would have been entitled to receive for the
working of the patented invention, and may claim compensation for this against a person
that, intentionally or due to negligence, infringes the patent right or violates the exclusive
license." Thus, damage under that paragraph should, in principle, be calculated based on

the sales amount of the infringing products, by multiplying that amount by the rate of
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royalty that the patentee would have been entitled to receive for the implementation of
the patent. The rate of royalty to be received for the implementation of the patent should
be determined as reasonable by comprehensively taking into account the following
circumstances appearing in a lawsuit: [i] a royalty rate set in the actual license agreement
for the patented invention, or if it is indefinite, an average royalty rate in the industry; [ii]
the value of the patented invention itself, i.e., the technical content or significance of the
patented invention, and the substitutability with alternative technology; [iii] contributions
of the patented invention to sales and profits and the manner of infringement when the
invention is used in the product; and [iv] a competitive relationship between the patentee
and the infringer as well as a business policy of the patentee, etc. (Intellectual Property
High Court, 2018 (Ne) 10063, rendered by the Special Division on June 7, 2019 [the 2019
Grand Panel judgment]). The reasoning above equally applies to the rate of royalty to be
received for the implementation of a standard essential patent under FRAND terms
(hereinafter referred to as the "FRAND rate").

In light of the global nature and the enormous number of standard essential patents
implemented in the manufacturing of products conforming to a standard, when
determining a FRAND rate, it is necessary [i] to take into consideration a royalty rate set
in the actual license agreement for the standard essential patent, or if it is indefinite, a
global average royalty rate in the industry; [ii] to presume the individual values of all
standard essential patents to be the same because it is practically difficult to find the
individual values of the enormous number of patents, and to calculate the value of a single
standard essential patent by dividing the value of all standard essential patents by the total
number of standard essential patents, while ensuring that the total amount of royalty
obtained through aggregation of royalty rates of the standard essential patents remains
within a reasonable scope; and [iii] to also take into consideration, in such a case, possible
contributions to sales and profits if all standard essential patents are used in the product.
Furthermore, [1v] as a FRAND rate should fundamentally be agreed upon globally as soon
as possible through good-faith negotiations between a FRAND-encumbered standard
essential patent holder and a standard essential patent implementer, under the literally fair,
reasonable, and non-discriminatory terms, a reasonable FRAND rate should be
determined by comprehensively taking into account the negotiation process between the
parties and the standard essential patent implementer's willingness to obtain a license
under FRAND terms, and other circumstances appearing in the lawsuit, from the
viewpoint of facilitating the agreement.

2. Application to this case

(1) Basic framework
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According to the negotiation process found above, etc. and the entire import of oral
arguments, it is reasonable to calculate damage based on the sales amount of the
Defendant's Products, which are the infringing products, by multiplying that amount by
the rate of royalty that the Plaintiff would have been entitled to receive for the
implementation of the Patents under FRAND terms (hereinafter referred to as the
"FRAND Rate"), and to calculate the FRAND Rate by dividing the royalty rate for all
standard essential patents relating to the LTE standard (hereinafter referred to as the "total
royalty rate for LTE-standard-related patents") by the number of all standard essential
patents relating to the LTE standard (hereinafter the "total number of LTE-standard-
related patents"), and multiplying it by the number of the Patents.

Indeed, the Plaintiff argues that the total royalty rate for LTE-standard-related patents
is 27%, citing @ (omitted)@ as the direct basis, whereas the Defendant argues that the
rate to which the conformity to the LTE standard is found to have contributed to the sales
(hereinafter referred to the "LTE standard contribution rate") is 25%, and that the total
royalty rate for LTE-standard-related patents should be derived by multiplying that 25%
(the LTE standard contribution rate) by 7.9%, which is the average of the respective
intermediate values of the aggregate royalty rates for the LTE standard determined in the
Unwired Planet v. Huawei judgment, the TCL v. Ericsson judgment, and the Huawei v.
Samsung judgment (Exhibits Otsu 41 through 43) (hereinafter simply referred to as the
"aggregate royalty rates"), which comes to 0.0198%. As the FRAND rates presented by
both parties were thus far too divergent, the parties failed to reach an agreement.

By taking into account such negotiation process, etc., examinations regarding this
case are made below in the order of the FRAND rate calculation method, the sales amount,
the total royalty rate for LTE-standard-related patents, and the total number of LTE-
standard-related patents.

(2) FRAND rate calculation method
A. Whether the Defendant's calculation method is appropriate

The Defendant argues that the total royalty rate for LTE-standard-related patents
should be 0.0198%, obtained by multiplying 25%, which is the LTE standard contribution
rate, by 7.9%, which is the average of the respective intermediate values of the aggregate
royalty rates for the LTE standard determined in the Unwired Planet v. Huawei judgment,
the TCL v. Ericsson judgment, and the Huawei v. Samsung judgment.

When this point is examined, while the Unwired Planet v. Huawei judgment
determined the "aggregate royalty rate" to be 8.9%, this judgment is construed to have
multiplied the sales amount relating to 4G by the "aggregate royalty rate," as the royalty
rate for all standard essential patents relating to 4G. In light of this, the "aggregate royalty
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rate" referred to in the Unwired Planet v. Huawei judgment has the same meaning as the
"total royalty rate for LTE-standard-related patents" referred to in this case, and this
reasoning equally applies to the TCL v. Ericsson judgment and the Huawei v. Samsung
judgment indicated by the Defendant. Thus, by the calculation method argued by the
Defendant, which further multiplies the "total royalty rate for LTE-standard-related
patents" referred to in this judgment by the "LTE standard contribution rate," the result
becomes an extremely undervalued royalty rate and is clearly unreasonable also in light
of the global average royalty, etc.

Against this, the Defendant argues that the calculation method in this judgment does
not consider the "contribution rate of being conformant to the standard" as referred to in
the Apple v. Samsung Grand Panel judgment, and therefore it runs contrary to this Grand
Panel judgment.

However, "the total royalty rate for LTE-standard-related patents" referred to in this
judgment should be calculated so that the total amount of royalty obtained by aggregating
the royalty rates of the standard essential patents remains within a reasonable scope, from
the viewpoint of preventing the so-called royalty stacking, while taking into consideration
the contributions to sales and profits in the case where all standard essential patents are
used in the product, as explained above. Thus, the Defendant's argument practically
means to multiply the "contribution rate of being conformant to the standard" as
mentioned in the Apple v. Samsung Grand Panel judgment twice in an overlapping
manner, and accordingly, the calculation result becomes an extremely undervalued
royalty rate.

Therefore, the Defendant's argument misunderstands that the "aggregate royalty"
referred to in the Apple v. Samsung Grand Panel judgment and the "aggregate royalty"
referred to in the Unwired Planet v. Huawei judgment are the same concept, by formally
interpreting the wording of these terms, and it cannot be regarded to correctly understand
the gist and purpose of the two judgments.

While calculation of the amount of damage should be decided by the court's
comprehensive and discretionary determination within the limits of the parties' arguments
and proof, in the Apple v. Samsung Grand Panel judgment, both parties made arguments
on the premise of setting the "aggregate royalty rate" to 5%, whereas in this case, the
concept of the "aggregate royalty rate" referred to in the Apple v. Samsung Grand Panel
judgment is not argued and proved specifically and accurately, so a calculation method
premised on this concept cannot be regarded to be appropriate at least in this case, and as
long as both parties' arguments and proof and the details of the standard differ, it cannot

be regarded as proper to compare between the FRAND rate determined in the Apple v.
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Samsung Grand Panel judgment and the FRAND Rate.

Furthermore, after the Apple v. Samsung Grand Panel judgment, the 2019 Grand
Panel judgment freshly indicated important guidelines regarding the calculation method
for Article 102, paragraph (3) of the Patent Act in general. Therefore, in light of the global
nature of standard essential patents as well, it is reasonable for Japan to respond to global
changes in consideration of the international developments of court precedents and to find
a FRAND rate based on the determination framework indicated by the 2019 Grand Panel
judgment.

B. Whether the Plaintiff's calculation method is appropriate

The Plaintiff argues that the total royalty rate for LTE-standard-related patents should
be 27%, citing @ (omitted)@ as the direct basis.

When this point is examined, the "total royalty rate for LTE-standard-related patents"
should be calculated so that the total amount of royalty obtained by aggregating the
royalty rates of the standard essential patents remains within a reasonable scope, as
explained above. However, given that @ (omitted)@ 27% is basically an aggregation of
royalty rates calculated by the respective companies and its specific basis is not
immediately clear, it cannot be said that the "total royalty rate for LTE-standard-related
patents" argued by the Plaintiff is a rate for which the total amount of aggregated royalty
remains within a reasonable scope.

In addition, the Plaintiff argues that, in this case in which patent right infringement
has been found, the so-called infringement premium should be taken into account based
on Article 102, paragraph (4) of the Patent Act, and therefore a FRAND rate higher than
the rate in the licensing negotiation stage should be adopted. However, a FRAND rate
should be agreed upon under the literally fair, reasonable, and non-discriminatory terms,
as explained above. Thus, although both parties differed in their recognition of the
calculation method for FRAND terms, it can be said that the Defendant was willing to
obtain a license under those terms, so the circumstance argued by the Plaintiff is
insufficient as a circumstance for increasing the amount of the FRAND rate, in light of
the nature of FRAND terms.

C. According to the above, both parties' abovementioned arguments cannot be accepted
to the extent descried above.
(3) Sales amount

The sales amount of the Defendant's Products (@ (omitted)@ yen for the Defendant's
LTD products and @ (omitted) @ yen for the Defendant's 5G products) totals @
(omitted)@ (the entire import of oral arguments).

(4) Total royalty rate for LTE-standard-related patents
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A. According to the negotiation process found above, the parties took the Unwired Planet
v. Huawei judgment into consideration during their negotiations, and according to
evidence (Exhibits Otsu 41 through 43 and 140 through 142), the total royalty rate for
LTE-standard-related patents determined to be reasonable was 8.8% in the Unwired
Planet v. Huawei judgment (2017) (Exhibit Otsu 41), 6% to 10% in the TCL v. Ericsson
judgment (2017) (Exhibit Otsu 42) , and 6% to 8% in the Huawei v. Samsung judgment
(2018) (Exhibit Otsu 43), with the average of their upper limits being found to be 8.9%.
Further, according to evidence (Exhibits Ko 4-1 through 4-16) and the entire import of
oral arguments, the Defendant's Products are found to include products that support both
LTE communication and 5G communication (Defendant's Products 1 through 14 [the
Defendant's 5G products]) and those that support LTE communication but not 5G
communication (Defendant's Products 15 and 16 [the Defendant's LTE products]), and
both types are found to have Wi-Fi and Bluetooth wireless communication functions. In
addition, according to evidence (Exhibits Otsu 109, 112, 114, 116, 118, 120 through 122,
and 124) and the entire import of oral arguments, the Defendant's Products are found to
have parts that contribute to their sales, besides their communication functions, such as
having a camera, CPU, display, battery, and audio function, with some of the products
having a terminal cooling function, rear sub-display, fingerprint authentication system,
etc. Moreover, the marketing activities by the Defendant and ASUS Taiwan have formed
a brand image that the Defendant's Products are low-price and high-quality, and this is
found to contribute to the sales to a certain extent.

When these circumstances and other circumstances that appeared in this case are
comprehensively considered, it is reasonable to find the total royalty rate for LTE-
standard-related patents to be 9%. However, when examined to the extent of both parties'
arguments and proof, for the Defendant's 5G products, it is reasonable to use the total
royalty rate for LTE-standard-related patents as the basis and to further comprehensively
consider LTE communication's upward-compatible 5G communication function. In
addition, when the facts found above, the fact that LTE communication and 5G
communication greatly differ from 2G communication and 3G communication in that
they both adopt transmission and reception through OFDM symbols, while also having
many other commonalities, and other circumstances that appeared in this case are
comprehensively considered, it is reasonable to find the total royalty rate for LTE-
standard-related patents to be up to 8% as far as the Defendant's 5G products are
concerned.

B. Against this, the Plaintiff argues that calculation results through a comparative

approach should be taken into account in calculating the amount equivalent to a license
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fee under FRAND terms. When this point is examined, if there is a comparable license
agreement, such agreement can be taken into account, as in the calculation method
explained above. However, when a license agreement (@ (omitted) @) concluded
between the Plaintiff and another company is examined, @ (omitted)@ is found. When
these circumstances are taken into consideration, at least the abovementioned license
agreement is insufficient as a comparable license agreement, and is not regarded to be
suitable for the comparable approach referred to by the Plaintiff.

In addition, the Plaintiff argues that, because the locations where 5G communication
is possible are limited, there is no reason to change the total royalty rate for LTE-standard-
related patents between the Defendant's 5G products and the Defendant's LTE products.
However, even if the locations where 5G communication is possible are limited, as long
as there are locations where LTE communication's upward-compatible 5G
communication is possible, it is reasonable to find that the contribution of the LTE
standard in the Defendant's 5G products would be much less than its contribution in the
Defendant's LTE products which cannot perform 5G communication. This reasoning is
considered to be consistent with what is explained in the Unwired Planet v. Huawei
judgment (Exhibit Otsu 41), which the Plaintiff itself uses as the basis of its argument.

Therefore, none of the Plaintiff's arguments can be accepted.

(5) Total number of LTE-standard-related patents

The Plaintiff argues that the number of families of standard essential patents relating
to the LTE standard should be about 800, based on the Unwired Planet v. Huawei
judgment. However, the Defendant argues that, according to a survey by the Unified
Patents (Exhibit Otsu 90), the number of patent families for which a FRAND commitment
relating to the LTE standard was given was 1,817 out of randomly selected 16,036, and
the number of the randomly selected patent families is not the total number, so at least
1,817 such patent families exist.

When this point is examined, according to evidence (Exhibits Otsu 90 and 91) and
the entire import of oral arguments, it is found based on the survey by the Unified Patents
that 1,817 out of randomly selected 16,036 patent families were those for which a
FRAND commitment relating to the LTE standard was given. However, if common
general technical knowledge and the entire import of oral arguments are taken into
account, it is reasonable to presume that the number of patents to be made subject to a
license under FRAND terms is smaller than this, in light of the validity, etc. of the patents.
On the other hand, while the Unwired Planet v. Huawei judgment (Exhibit Ko 19)
determined the total number of LTE-standard-related patents to be about 800, that

judgment was rendered in 2017, and as common general technical knowledge and the
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entire import of oral arguments sufficiently suggest that the number of standard essential
patents adopted in the LTE standard increased after that, it is unreasonable to immediately
adopt the abovementioned number of patents, at least at this point of time. When the
contents of both parties' arguments and proof as well as other circumstances that appeared
in this case are also comprehensively considered, it is reasonable to find the total number
of LTE-standard-related patents to be 1,300.

Meanwhile, looking at the number of the Patents, the Patents belong to the same
patent family as referred to above (the entire import of oral arguments), so when the
contents of both parties' arguments and proof as well as other circumstances that appeared
in this case are also comprehensively considered, it is reasonable to align the unit of the
number of the Patents to that of 1,300 mentioned above in calculating the amount
equivalent to a license fee under FRAND terms, and therefore the number of the Patents
should be set as one in the calculation.

3. Conclusion

According to the above, it is reasonable to derive the amount equivalent to a license
fee under the FRAND terms by multiplying the sales amount of the Defendant's Products
(@(omitted)@ yen for the Defendant's LTD products and @ (omitted)@ yen for the
Defendant's 5G products) by the total royalty rate for LTE-standard-related patents (9%
for the Defendant's LTE products and 8% for the Defendant's 5G products), and dividing
it by the total number of LTE-standard-related patents (1,300). Thus, as shown in the
formulae below, the amount of damage totals @ (omitted)@ yen.

(1) The Defendant's LTE products

@ (omitted)@ yen x 9% / 1300 = @(omitted)@ yen
(2) The Defendant's 5G products

@ (omitted)@ yen x 8% / 1300 = @(omitted)@ yen
(3) Total amount

@ (omitted)@ yen + @(omitted)@ yen= @(omitted)@ yen
No. 8 Summary

According to the above, without having to make determinations on the other points,
the part of the claims in this case relating to compensation for damage is well-grounded
to the extent of seeking payment of @ (omitted)@ yen and delay damages accrued
thereon, and the rest is groundless, and the parts relating to a demand for an injunction
and a demand for disposal are both groundless.

No. 9 Conclusion
Consequently, the Plaintiff's claims are well-grounded to the extent of the main text

and therefore are granted to that extent, while the rest of the claims are groundless and
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are therefore dismissed, and the judgment is rendered as indicated in the main text.

Tokyo District Court, 40th Civil Division
Presiding Judge: NAKASHIMA Motoyuki
Judge: TAKETOMI Kana

Judge: KOGA Chihiro
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(Attachment)

List of Items

Communication equipment of the following product model numbers.

1. Smartphone for Snapdragon Insiders
Model number: ZS675KW-BL512R16
2. ROG Phone 5s Pro
Model number: ZS676KS-BK512R18
3. ROG Phone 5s 512GB
Model number: ZS676KS-BK512R16/ZS676KS-WHS512R16
4. ROG Phone 5s 256GB
Model number: ZS676KS-BK256R12/ZS676KS-WH256R12
5. ROG Phone 5 Ultimate
Model number: ZS673KS-WHS512R18
6. ROG Phone 3 12GB+512GB
Model number: ZS661KS-BK512R12
7. ROG Phone 3 16GB+512GB
Model number: ZS661KS-BK512R16
8. Zenfone 8§ 16GB+256GB
Model number: ZS590KS-BK256S16/ZS590KS-WH256S16/ZS590KS-S1.256S16
9. Zenfone 8 8GB+256GB
Model number: ZS590KS-BK256S8/ZS590KS-WH256S8/ZS590KS-SL.256S8
10. Zenfone 8 8GB+128GB
Model number: ZS590KS-BK128S8/ZS590KS-WH128S8/ZS590KS-SL.128S8
11. Zenfone 8 Flip 256GB
Model number: ZS672KS-BK256S8/ZS672KS-SL256S8
12. Zenfone 8 Flip 128GB
Model number: ZS672KS-BK128S8/ZS672KS-SL128S8
13. ZenFone 7 Pro 8GB+256GB
Model number: ZS671KS-BK256S8/ZS671KS-WH256S8
14. ZenFone 7 8GB+128GB
Model number: ZS670KS-BK128S8/ZS670KS-WH128S8
15. ZenFone 6 8GB+256GB
Model number: ZS630KL-BK256S8/ZS630KL-SL.256S8
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16. ZenFone 6 6GB+128GB
Model number: ZS630KL-BK128S6/ZS630KL-SL128S6
End
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(Attachment)
List of Patent Rights

1. Patent No. 4982653

Title of the invention: Method of transmitting and an apparatus for transmitting
ACK/NACK information and a method of transmitting and receiving and an apparatus
for receiving ACK/NACK signals

Filing date: February 13, 2009 (Patent Application No. 2009-554464)

Registration date: May 11, 2012

2. Patent No. 5694479
Title of the invention: Method for mapping physical hybrid automatic repeat request

indicator channel
Filing date: October 24, 2013 (Patent Application No. 2013-221358)
Registration date: February 13, 2015
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