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IP Justice in a Rapidly Changing Society
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Kick-off Question

“What is one of the most memorable moments
in your personal /professional life in the past
two decades?”
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Key Challenges

1. How to address increasingly sophisticated
expertise?

(BEATIEMMEICVWHISFL TV ?)

2. How to ensure the social impact of
judgments appropriate?

(BlETDILHA /X7 PEWHICEY LR DET EH?)
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INTELLECTUAL PROPERTY HIGH COURT

Special Court for Patent Disputes - Japan

Intellectual Property High Court was established in 2005 (20th anniversary
in 2025)

Infringement litigation
* Firstinstance: Tokyo District Court and Osaka District Court, each
with specialized IP divisions; both have exclusive jurisdiction over civil
cases concerning patents, utility model etc. within wide territorial
jurisdiction dividing Japan to two areas.
» Appeal: IP High Court (Tokyo) has exclusive jurisdiction appeals in
these matters
* Final Appeal: Supreme Court
Invalidity
* Patentinvalidity may be asserted as a defense in infringement actions
in personam effect.
* Invalidation trials may be brought before the Japan Patent Office
(JPO) which has in rem effect; appeals from JPO decisions are heard
exclusively by the IP High Court.
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INTELLECTUAL PROPERTY HIGH COURT

Special Court for Patent Disputes - Korea

Patent Court (current: IP High Court) was established in 1998

Infringement litigation
* First instance: District courts (Seoul Central, Daejeon, Busan, Daegu,
Gwangju, and Suwon). Seoul Central District Court has selective
concurrent jurisdiction in Korea.
* Appeal: IP High Court
* Final Appeal: Supreme Court
Invalidity
« Patentinvalidity may be raised as an abuse defense at infringement
litigation proceedings, which has in personam effect
» Separate invalidation trials can be filed with the Intellectual Property
Trial and Appeal Board (IPTAB) of Korean Intellectual Property Office
(KIPO); the Patent Court has exclusive jurisdiction over appeals from
IPTAB trial decisions
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INTELLECTUAL PROPERTY HIGH COURT

Special Court for Patent Disputes - Europe (UPC)

The Unified Patent Court (UPC) was established on June 1, 2023, pursuant
to the Unified Patent Court Agreement.

Jurisdiction
* The UPC has exclusive jurisdiction over disputes concerning Unitary
Patents granted by the European Patent Office (EPO) under the
European Patent Convention (EPC). It also has jurisdiction over
traditional European Patents that have not been opted out.
Court structure
* Firstinstance: Local, regional and central divisions (Paris, Munich and
Milan)
* Appeal: Court of Appeal in Luxemburg
Invalidation
* Revocation actions, which has in rem effect, may be brought either as
independent proceedings or as counterclaims to infringement
litigations.
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INTELLECTUAL PROPERTY HIGH COURT

Special Court for Patent Disputes - United States

The United States Court of Appeals for the Federal Circuit (CAFC) was
established by the Federal Courts Improvement Act of 1982.

Infringement litigation
* Firstinstance: Federal district courts (several “rocket docket” courts

attract many plaintiffs in practice)
* Appeal: CAFC
* Final appeal: Supreme Court of the United States
Invalidity

* Patentinvalidity can be raised as a defense in infringement
Proceedings; declaratory judgments of invalidity are also available,
which has in rem effect as a collateral estoppel.

« Validity challenges may be pursued before the Patent Trial and
Appeal Board (PTAB) of U.S. Patent and Trademark Office via Post
Grant Review (PGR) and Inter-Partes Review (IPR)

* The CAFC has exclusive jurisdiction over appeals from PTAB decisions
of PGR and IPR.
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INTELLECTUAL PROPERTY HIGH COURT
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INTELLECTUAL PROPERTY HIGH COURT

Understanding Technical Issues - Japan

Court Personnel with technical backgrounds
« Full-time Officials: Judicial Research Officials
Career backgrounds: ex-JPO examiners or ex-patent attorneys
* Ad-hoc Appointed Authority: Technical Advisors

Technical Explanatory Sessions
* Counsel for each party makes Oral Presentations on both Legal

and Technical issues

Expert Opinions
* Often filed as documentary evidences by either party, while it is
practically rare for such experts to provide live testimony and be
cross-examined
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INTELLECTUAL PROPERTY HIGH COURT

Understanding Technical Issues - Korea

Court personnel:
* Judicial Research Officers are assigned to each instance
including Supreme Court.
* Technical Examiners in the Patent Court.
Career background: ex-KIPO examiners
* Appointed Personnel: Technical Advisors with the Standing
Members of Technical Advisor Committee of each court.

Technical Explanatory Sessions

Expert Witness Testimony




ity mBoniERl — &E

% PFT R ER O 14 )
« (B3R RWARE : KElEe 28U ZWERICER
CERTARRCEDL K D3)

(¥R BFNERE B ESEEARICER
CEBR AR ESLE D 2)
HHFARIE, WTNLEFTEEE» S
GEE) EMFERBEZE (B X b&YEME)

foBA SRR O BHEH £ TOER
DS

YEEFEIFRICE D HFMmBEOXE
BMFRIEA GEEDIIAZR)




(B) 1B B E 25 %5 35 P

INTELLECTUAL PROPERTY HIGH COURT

Understanding Technical Issues - Europe (UPC)

Bench composition

Legally Qualified Judge(s) and Technically Qualified Judge(s) sit together.
Career backgrounds of TQJs: Industry Practitioners, Patent Attorneys,
Officers from National Patent Offices

Multi-Stage Procedure

Written phase, Interim procedures, Oral hearings

* Designated judges organize and narrow technical issues prior to oral
hearings

* Disclosure and evidence management tools are available to focus
contested technical points

Experts
* Court Experts

* Party Experts
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INTELLECTUAL PROPERTY HIGH COURT

Understanding Technical Issues - United States

Court’s Staffs
* Personnel hired by Judge: Law clerks (including those with
technical backgrounds)
 Appointed Authority: Technical advisors
* Appointed Authority: Special masters

Expert Witness Testimony

Broad Discovery Rules provide documentary and testimonial technical
evidence
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Checking Answers

“Is there anything you would like to add, correct,
or emphasize about what we’'ve explained?”

(BAEICOE, e - BE -BRALEVELGHNIETEFEVL £ T)
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Discussion: Expertise

“How have you overcome technically complex
cases in patent litigation so far? What were the
merits of those approaches?”

(BT Ic R BHE I L, YoLS5Ic77a—FLTEF LD,
FIErHICHATLEXW)

[Q2-2]
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Discussion: Expertise

“If a court employs internal technical experts,
parties might be concerned about the objectivity
and transparency of their expert opinions. As a

judge, how have you addressed these concerns?”

(BHIFrOEMTAEB EBIT S FERICOWT, HEEIX, TOEHNK
RFAMICTRZER/ROIUDGHILBVET, TDLIFILRFLICEHH
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Discussion: Expertise

“It is expected that increasingly complex technical
cases will be brought before courts. How do you
plan to respond to such cases as a judge?”

(51, BICRELWEIRICEAT 3SEHIHHEAINS LA TFRIN
F¥. HHBELLT, toLHIdicLTWEZTH)
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Key Challenges

2. How to ensure the social impact of
judgments appropriate?

(BlETDILHA /X7 PEWHICEY LR DET EH?)
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INTELLECTUAL PROPERTY HIGH COURT

Request for Third Party Opinions - Japan

* N/A for general civil litigations under Civil Procedure Codes.

* Grand panel of the IP High Court requested, based on consents from
both parties, third party opinions regarding SEP in Apple vs. Samsung
(2014). Both parties submitted all of third-party opinions to the
court as documentary evidence in accordance with the panel’s
instruction

* Following amendment to the Patent Act effective as of April 1, 2022
where the power of the court for requesting third party opinions in
patent infringement lawsuit was legislated, the IP High Court
requested such opinions in two grand panel cases. Each party
submitted selected third-party opinions to the court as
documentary evidence
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INTELLECTUAL PROPERTY HIGH COURT

Amicus Curiae - United States

Generally available for all kinds of civil litigations

* Any third party may voluntarily submit its amicus curiae while courts
may request for submission

* Amicus curiae is treated as argument

In CAFC, amicus curiae were filed in many en banc cases.
* There was a report that amicus curiae were filed in 21 (70%) cases
during 1989-2009 (18 amicus curiae for each in an average)
* Recent case: LKQ Corporation v. GM Global Technology Operations LLC
regarding a test for obviousness of a design patent

It is said that amicus curiae filed by the Secretary of Commerce is
important
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INTELLECTUAL PROPERTY HIGH COURT

Reference to third party opinions - Europe (UPC)

No statutory system was found in procedural rules of Unified Patent
Court (UPC).

In Panasonic vs Oppo regarding SEP, the judgment of the UPC
referred to an amicus brief filed by the European Commission in
relation to a separate case.

In cases before the European Patent Office (EPC), the Enlarged
Board of Appeal may request for third party opinions, and there are
many precedents.
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INTELLECTUAL PROPERTY HIGH COURT

Reference to third party opinions - Korea

* Third parties may submit their opinions for cases before the
Constitutional Court, and there are precedents where the Ministry
of Justice filed its opinions in cases regarding death penalty or
patrilineal family system, etc.

* Pursuant to an amendment to the Patent Act in 2023, the chief appeal
examiners for patent invalidation trials may request public entities
or private persons to submit opinions, and national /local
governmental bodies may submit their opinions for such trials
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Checking Answers

“Is there anything you would like to add, correct,
or emphasize about what we’'ve explained?”

GAEIDE, - EE -BALEVENFHNIEHEENL FT)
[Q3-1])
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Discussion: Amicus Curiae (U.S.)

“What positive effects do these have on the court?
Please share any specific examples where Amicus
briefs were particularly effective.”

(PIARTY—70FBHFRICt->-THATHIEBHIZMATL £ 5 H
IR T=BEZNHNIEBNL TLET W)

[Q3-2]
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Discussion: Third-party Opinions (UPC)

“Although Amicus Curiae is not provided for in the
UPC Rules, is it correct that Amicus briefs are in fact
being submitted? UPC judgments are expected to
have a significant impact not only on the parties but
also on other businesses. What do you consider
essential for the court to render judgments that
reflect diverse opinions?”

(UPCTR7Z IARF2) ZTOHEEHNLLRVDTL & 55 UPCHHIETD
AN PEFRTHEE, HERICIEL TOHIIBZIRIfL L TRED L
YR HY XTH)
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Discussion: Third-party Opinions (Korea)

“The judgments of the IP High Court of Korea are
also considered to have a significant impact. What
points do you keep in mind during proceedings to
consider the impact on society other than the
immediate parties? Is the introduction of a system
similar to Amicus Curiae being considered?”

(Y E B SR OB L HENOBELAEVTTH, YOLS

ICZDOHEICRELET). 7IARF2) THEUOFEOEN I
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Key Challenges

1. How to address increasingly sophisticated
expertise?

(BEATIEMMEICVWHISFL TV ?)

2. How to ensure the social impact of
judgments appropriate?

(BlETDILHA /X7 PEWHICEY LR DET EH?)
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Discussion: Looking Ahead

“What do you see in IP Justice in the next
decade?”

(REDKIENEZEEIRSZH?)

“How do judges and courts evolve to keep being
Just in this rapidly-changing world?”

GHENT 2R T. JUSTTH YV #RlT S5 =-HICI1E?)
[Q4-1] [Q4-2]
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Finale - The Golden Rule

“What is the most essential principle that each
jurisdiction must uphold and evolve to ensure
[P Justice remains supporting innovation for the
next decade and beyond?” (a word or a phrase)

(FBFBLEDN A / R—=2 a2 eXAmIBHI, RLEERR
Bl ?)

[Q4-3])
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INTELLECTUAL PROPERTY HIGH COURT

Thank you
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